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FOREWORD

Dear ICLE Seminar Attendee,
Thank you for attending this seminar. We are grateful to the Chairperson(s) for organizing this
program. Also, we would like to thank the volunteer speakers. Without the untiring dedication
and efforts of the Chairperson(s) and speakers, this seminar would not have been possible. Their
names are listed on the AGENDA page(s) of this book, and their contributions to the success
of this seminar are immeasurable.
We would be remiss if we did not extend a special thanks to each of you who are attending this
seminar and for whom the program was planned. All of us at ICLE hope your attendance will
be beneficial as well as enjoyable We think that these program materials will provide a great
initial resource and reference for you.
If you discover any substantial errors within this volume, please do not hesitate to inform us.
Should you have a different legal interpretation/opinion from the speaker’s, the appropriate
way to address this is by contacting him/her directly.
Your comments and suggestions are always welcome.
Sincerely,
Your ICLE Staff
Jeffrey R. Davis
Executive Director, State Bar of Georgia
Tangela S. King
Director, ICLE
Rebecca A. Hall
Associate Director, ICLE
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M. Katherine “Katie” Bates, Meunier Carlin & Curfman LLC, Atlanta, GA
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7:008:30

WELCOME RECEPTION
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FRIDAY, SEPTEMBER 15, 2017
7:15	
REGISTRATION
(All attendees must check in upon arrival)
7:30

CONTINENTAL BREAKFAST

7:50	
WELCOME AND PROGRAM OVERVIEW
James H. Johnson, Jr.
8:00	
LESSONS IN PROFESSIONALISM
Introduction: Virginia L. Carron, Finnegan Henderson Farabow
Garrett & Dunner LLP, Atlanta, GA
Speaker: Hon. Timothy C. Batten, Sr., United States District Judge,
Northern District of Georgia, Atlanta, GA
9:00

 YBERSECURITY: WHAT YOU STILL NEED TO KNOW
C
Introduction: Brent R. Bellows, Knowles Intellectual
Property Strategies LLC, Atlanta, GA
Moderator: Richard W. Miller, Ballard Spahr LLP, Atlanta, GA
Panelist: Edward J. McAndrew, Ballard Spahr LLP, Wilmington, DE
Steven T. Snyder, Smith, Moore, Leatherwood, Charlotte, NC

10:00	
BREAK
10:15	
BREAKOUT SESSION
BREAKOUT 1A
PATENT TRIAL AND APPEAL BOARD PRESENTATION
Introduction: Virginia L. Carron
Moderator: Rivka D. Monheit, Pabst Patent Group LLP, Atlanta, GA
Panelists: Hon. Trenton Ward, Lead Administrative Patent Judge,
US Patent & Trademark Office, Alexandria, VA
Hon. Christopher L. Crumbley, Administrative Patent Judge,
US Patent & Trademark Office, Alexandria, VA
BREAKOUT 1B
THE INTERSECTION OF TRADEMARK AND COPYRIGHT LAW
Introduction: Rachel A. Geist, Jones Day, Atlanta, GA
Speakers: Bruce W. Baber, King & Spalding LLP, New York
Catherine R. Rowland, Senior Advisor to the US Register
of Copyrights, Washington, DC
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11:15

BREAK

11:30

BREAKOUT SESSION

		

BREAKOUT 2A

		 UNIFIED EUROPEAN PATENT COURT
		
Introduction: Christopher P. “Chris” Lightner, Alston & Bird LLP, Atlanta, GA
		
Moderator: Christopher L. “Chris” Curfman, Meunier Carlin &
		 Curfman LLC, Atlanta, GA
		
Panelists: Margareta Ydreskog, Zacco, Linkoping, Sweden
		
Alexander “Alex” Robinson, Dehns, London, UK
		

BREAKOUT 2B

		 THE NEW FEDERAL DEFEND TRADE SECRETS ACT: HOW WE GOT HERE AND
		 WHAT WE HAVE LEARNED
		
Introduction: David L. Pardue, Owen, Gleaton, Egan, Jones & Sweeney, LLP, Atlanta, GA
		
Speaker: Randall E. Kahnke, Faegre Baker Daniels, Minneapolis, MN
12:30 STRATEGIC IP PORTFOLIO MANAGEMENT
		
Moderator: Matthew H. Smith, Innovolt, Inc.,
		 Senior Vice President-Strategy & General Counsel, Atlanta, GA
		
Panelists: Leslie K. Slavich, Spanx, Inc., General Counsel, Atlanta, GA
		
K.H. “Steven” Wong, The Home Depot, Assistant General Counsel,
		 Intellectual Property, Atlanta, GA
		
Stephanie A. Allen, Cox Communications Inc., Senior IP Counsel, Atlanta, GA
1:30

RECESS

5:00

COCKTAIL RECEPTION

6:00 DINNER
		
Please pay $100 to ICLE if bringing a guest
		 (Judges, PTO Personnel, Law School Professors, and In-House Counsel excluded).
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Moderator: Timothy R. Holbrook, Professor, Emory University School of Law, Atlanta, GA
		
Presiding: Hon. Raymond T. Chen, Judge, US Court of Appeals for the Federal Circuit,
		 Washington, D.C.
9:00 ETHICS
		
Moderator: Virginia L. Carron
		
Panelists: Hon. Steve C. Jones, Judge, US District Court,
		 Northern District of Georgia, Atlanta, GA
		
Hon. Leigh Martin May, Judge, US District Court,
		 Northern District of Georgia, Atlanta, GA
10:00
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10:15 BREAKOUT SESSION
		
		 BREAKOUT 3A
		 THE SLANTS CASE – WHAT DOES IT MEAN TO YOU?
		
Introduction: James H. Johnson, Jr.
		
Speaker: Theodore H. “Ted” Davis, Jr., Kilpatrick Townsend & Stockton LLP, Atlanta, GA
		

BREAKOUT 3B

		CURRENT TRENDS AND HOT TOPICS IN PATENT LITIGATION
		Moderator: John C. Herman, Robbins Gellar Rudman & Dowd LLP, Atlanta, GA
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		Daniel A. “Dan” Kent, Kent & Risley LLC, Alpharetta, GA
		Natasha H. Moffitt, King & Spalding LLP, Atlanta, GA
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		 JOINT PATENT, TRADEMARK AND COPYRIGHT SESSION COVERING:
		 COPYRIGHTS IN THE UNITED STATES – A VIEW FROM THE COPYRIGHT OFFICE
		
Introduction: M. Katherine “Katie” Bates, Meunier Carlin & Curfman LLC, Atlanta, GA
		
Speaker: Karyn T. Temple, Claggett, Acting Register of Copyrights, Washington, DC
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		 TRADEMARKS IN THE UNITED STATES: A VIEW FROM THE USPTO
		
Introduction: James H. Johnson, Jr.
		
Speaker: Sharon Marsh, Deputy Commissioner for Trademark Examination,
		 United States Patent and Trademark Office, Alexandria, VA
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2:00

ADJOURN

x

TABLE OF CONTENTS
Page

Chapter

Foreword ............................................................................................................................................................. iii
Agenda .................................................................................................................................................................. v
Lessons In Professionalism ....................................................................................................................... 1-16
Introduction: Virginia L. Carron
Speaker: Hon. Timothy C. Batten, Sr.

01

Cybersecurity: What You Still Need To Know ........................................................................ NO MATERIALS
Introduction: Brent R. Bellows
Moderator: Richard W. Miller
Panelists: Edward J. McAndrew, Steven T. Snyder

02

Patent Trial And Appeal Board Presentation ........................................................................ NO MATERIALS
Introduction: Virginia L. Carron
Moderator: Rivka D. Monheit
Panelists: Hon. Trenton Ward, Hon. Christopher L. Crumbley

03

The Intersection Of Trademark And Copyright Law .......................................................... NO MATERIALS
Introduction: Rachel A. Geist
Speakers: Bruce W. Baber, Catherine R. Rowland

04

Unified European Patent Court .............................................................................................................. 1-14
Introduction: Christopher P. “Chris” Lightner
Moderator: Christopher L. “Chris” Curfman
Panelists: Margareta Ydreskog, Alexander “Alex” Robinson

05

The New Federal Defend Trade Secrets Act:
How We Got Here And What We Have Learned ............................................................................... 1-24
Introduction: David L. Pardue
Speaker: Randall E. Kahnke

06

Strategic IP Portfolio Management ........................................................................................................ 1-6
Moderator: Matthew H. Smith
Panelists: Leslie K. Slavich, K.H. “Steven” Wong, Stephanie A. Allen

07

Federal Circuit Mock Argument ................................................................................................ NO MATERIALS
Introduction: Virginia L. Carron
Moderator: Timothy R. Holbrook
Presiding: Hon. Raymond T. Chen

08

ix

TABLE OF CONTENTS
Page

Chapter

Ethics .................................................................................................................................................. NO MATERIALS
Moderator: Virginia L. Carron
Panelists: Hon. Steve C. Jones, Hon. Leigh Martin May

09

The Slants Case – What Does It Mean To You? .................................................................................. 1-13
Introduction: James H. Johnson, Jr.
Speaker: Theodore H. “Ted” Davis, Jr.

10

Current Trends And Hot Topics In Patent Litigation ....................................................................... 1-35
Moderator: John C. Herman
Panelists: John W. Harbin, Daniel A. “Dan” Kent, Natasha H. Moffitt

11

Joint Patent, Trademark And Copyright Session Covering:
Copyrights In The United States – A View From The Copyright Office ....................... NO MATERIALS
Introduction: M. Katherine “Katie” Bates
Speaker: Karyn T. Temple

12

Trademarks In The United States: A View From The USPTO............................................. NO MATERIALS
Introduction: James H. Johnson, Jr.
Speaker: Sharon Marsh

13

Patents In The United States: A View From The USPTO..................................................... NO MATERIALS
Introduction: Virginia L. Carron
Speaker: Hon. David Ruschke

14

Appendix:
ICLE Board ............................................................................................................................................................ 1
Georgia Mandatory CLE Fact Sheet ............................................................................................................ 2

Lessons In Professionalism
Introduction:
Virginia L. Carron
Finnegan Henderson Farabow Garrett & Dunner LLP
Atlanta, GA
Speaker:
Hon. Timothy C. Batten, Sr.
United States District Judge, Northern District of Georgia
Atlanta, GA

Chapter 1
1 of 16

Why You Should Consider Not Thinking Like a
Lawyer, But Instead Like a Human Being
By Timothy C. Batten, Sr.
United States District Judge
Northern District of Georgia
September 15, 2017
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Introduction
No matter where you went to law school—public or private, Yankee or
Southern—one of the first things you were told was that in order to be a
good lawyer, you had to think like a lawyer.
This imperative was not easily defined. Some said that it meant
thinking logically. Others offered that it meant thinking critically and
skeptically. Whatever it meant, if a law school professor said that you had
thought like a lawyer, you considered it a compliment, which it was.
And whatever the intended message, it seems to have worked: most
lawyers think like a lawyer. And that’s a problem.
While law schools may have some trouble defining the phrase “think
like a lawyer,” regular people, i.e., non-lawyers, do not. However, they
reach a different conclusion as to the meaning of the phrase.
This may come as news to some of you, but when non-lawyers
describe you as someone who thinks like a lawyer, they are not
complimenting you; they are insulting you.
That’s because most people think that lawyers are sneaky and often
more interested in money than truth and justice. And why not? Movies,
television shows, plays, and books routinely depict lawyers as moneygrubbing weasels who aren’t interested in truth and justice. And not only do
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we face this stereotyping, some lawyers we know in real life don’t care
about truth and justice, either.
Americans have long regarded lawyers with suspicion and criticism.
150 years ago Abraham Lincoln cited a “vague popular belief that lawyers
are necessarily dishonest.”
The fact that many lawyers don’t care about ethics and morality in the
practice of law probably explains why we even have to discuss the topic of
professionalism. You can bet that if we have some bad apples regarding
ethics, there probably are even more practitioners who don’t worry much
about professionalism.
This leads to the question, What is professionalism? The concepts
that most closely define it are respect and the Golden Rule. And as for the
opposite of professionalism, which is unprofessionalism, it is like
pornography. I can’t necessarily define it, but I know it when I see it.
In 2000, the Georgia Supreme Court adopted Part IX of the State Bar
Programs, entitled “Professionalism.” It contains aspirations higher than
the Ethics and Discipline section that include the Georgia Rules of
Professional Conduct. While failure to abide by these aspirational ideals
typically will not result in sanctions, they are important to judges, and

2
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failure to abide by them can result in serious adverse consequences to the
lawyer and her client.
The duty of professionalism devolves upon lawyers in favor of not
only the court, but also opposing counsel and their clients, the bar
generally, and the public. In the Eleventh Circuit a lawyer’s duties as a
member of the bar—an officer of the court—are generally greater than a
lawyer’s duties to his client. See Malautea v. Suzuki Motor Co., 987 F.2d
1536, 1546 (11th Cir. 1993). Finally, the lawyer and not the client is
responsible for decisions as to ethics, and I would include professionalism.
I have collected a number of real-world examples from my 33-year
career (11 on the bench) that I would like to discuss today. A la Jeff
Foxworthy, I am going to suggest that there are telltale signs that you think
too much like a lawyer.
1.

You might think too much like a lawyer if you get invited to

lunch more than ten times during take-your-adversary-to-lunch week.
2.

You might think too much like a lawyer if you just file a lawsuit

against your fellow lawyer without ever even making a phone call to that
lawyer prior to suing him. See Sahyers v. Prugh, Holliday & Karatinos,
P.L., 560 F.3d 1241 (11th Cir. 2009),

3
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3.

You might think too much like a lawyer if you file a motion to

kiss my ass, as the defendant did in Washington v. Alaimo, 934 F. Supp.
1395 (S.D. Ga. 1996).
4.

You might think too much like a lawyer if you seize upon your

adversary’s inability to prove an indisputable fact.
5.

You might think too much like a lawyer if you think that a

lawyer has a duty to zealously represent his client and therefore must put
his client’s goals ahead of his duty of candor to the court.
Law professor and later U.S. District Judge Jack Weinstein said that
“The most difficult ethical dilemmas result from the frequent conflicts
between the obligation to one’s client and those to the legal system and to
society.”
Here is a good quote from RICHARD ZITRIN & CAROL M. LANGFORD, THE
MORAL COMPASS OF THE AMERICAN LAWYER 65-66 (1999):
Lawyers will continue to argue that obligations to their
clients require them to give discovery rules the most narrow
interpretation possible and that throwing roadblocks in
opposing counsel’s path is merely part of being a zealous
advocate. But zealous advocacy is no longer emphasized in most
ethics codes. One of the nine principal canons in the ABA’s
Model Code, first passed in 1970, was “A Lawyer Should
Represent a Client Zealously Within the Bounds of the Law.”
The word zeal or zealous is mentioned nine time in the code,
usually exhorting a lawyer to act zealously.

4
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In 1983, though, the ADA passed a substantially different
set of standards, the Model Rules of Professional Conduct.
Under these rules, now the primary source for the regulations in
over forty states—the word zeal appears only three times, twice
to admonish the lawyer to balance zeal with other duties. The
new rules replaced the duty to act “zealously” with the duty of
“diligence.” The comment on diligence says: “A lawyer should
act with commitment and dedication to the interests of the
client and with zeal in advocacy upon the client’s behalf.
However, a lawyer is not bound to press for every advantage
that might be realized by a client.” Yet lawyers—and many
courts—continue to talk and write about “zealous advocacy.
Zeal isn’t what it used to be.
6.

You might think too much like a lawyer if you cry during your

closing argument. The problem with tears is that you had better convince
me that they are genuine, lest I “give you something to cry about.”
7.

You might think too much like a lawyer if you take a slap at the

court in your brief. See Polanco v. Pan Am. Univ., 818 S.W.2d 97 (Tex. App.
1991).
8.

You might think too much like a lawyer if you refuse to consent

to an extension because your “client would not let” you. This hurts the
client more than the lawyer.

5
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION

ABC,

CIVIL ACTION FILE
Plaintiff,

NUMBER 1:17-cv-____-TCB

v.
XYZ, et al.,
Defendants.

INSTRUCTIONS TO PARTIES AND COUNSEL
This case has been assigned to Judge Timothy C. Batten, Sr. The
purpose of this Order is to inform the parties and their counsel of the
Court’s policies, practices and procedures. It is issued to promote the
just and efficient determination of the case. This Order, in combination
with this Court’s Local Rules and the Federal Rules of Civil Procedure,
shall govern this case. Please note that recent amendments to the
Federal Rules of Civil Procedure will apply to this case.
****

6
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5.

Candor in Responsive Pleadings
In accordance with Federal Rule of Civil Procedure 8(b), a party’s

responsive pleading must admit or deny the averments of the adverse
party’s pleading. For example, if the complaint alleges, “A copy of the
parties’ contract is attached hereto as Exhibit A,” the defendant’s
answer must either admit or deny this averment, or plead that he is
without knowledge or information sufficient to form a belief as to
whether Exhibit A is in fact a copy of the parties’ contract; the
defendant may not plead, e.g., “Defendant admits that Exhibit A is
attached to the complaint,” or “The document speaks for itself.” Such
evasive denials shall be disregarded, and the averments to which they
are directed shall be deemed admitted in accordance with Rule 8(d).
Similarly, a party may not, in his responsive pleading, deny an
averment in his opponent=s pleading on the grounds that the averment
raises a matter of law rather than fact.
6.

Discovery ResponsesCBoilerplate and General Objections
Boilerplate objections in response to discovery requests are strictly

prohibited. Parties should not carelessly invoke the usual litany of rote
objections, i.e., attorney-client privilege, work-product immunity from

7
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discovery, overly broad/unduly burdensome, irrelevant, not reasonably
calculated to lead to the discovery of admissible evidence.
Moreover, general objections are prohibited, i.e., a party shall not
include in his response to a discovery request a “Preamble” or a
“General Objections” section stating that the party objects to the
discovery request “to the extent that” it violates some rule pertaining to
discovery, e.g., the attorney-client privilege, the work product immunity
from discovery, the requirement that discovery requests be reasonably
calculated to lead to the discovery of admissible evidence, and the
prohibition against discovery requests that are vague, ambiguous,
overly broad, or unduly burdensome. Instead, each individual discovery
request must be met with every specific objection theretoCbut only
those objections that actually apply to that particular request.
Otherwise, it is impossible for the Court or the party upon whom the
discovery response is served to know exactly what objections have been
asserted to each individual request. All such general objections shall be
disregarded by the Court.
Finally, a party who objects to a discovery request but then
responds to the request must indicate whether the response is complete,

8
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i.e., whether additional information or documents would have been
provided but for the objection(s). For example, in response to an
interrogatory a party is not permitted to raise objections and then state,
“Subject to these objections and without waiving them, the response is
as follows . . .” unless the party expressly indicates whether additional
information would have been included in the response but for the
objection(s). This requirement is now included in Fed. R. Civ. P.
34(b)(2)(c).

7.

Discovery Responses Verifying Interrogatory Answers
Verifications of interrogatory answers must be unqualified, i.e.,

they must recite that the interrogatory answers are true and correct to
the best of the affiant’s knowledge; no reference should be made to the
affiant’s information and/or belief. Nor should a verification include
surplusage to the effect that the answers may be subject to change
because they are based upon limited information available to the affiant
or because discovery is just starting, etc.
8.

Conduct During Depositions
At the beginning of the deposition, deposing counsel shall instruct

the witness to ask deposing counsel, rather than the witness’s own

9
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counsel, for clarifications, definitions, or explanations of any words,
questions, or documents presented during the course of the deposition.
The witness shall abide by these instructions.
All objections, except those that would be waived if not made at
the deposition under Federal Rule of Civil Procedure 32(d)(3)(B) and
those necessary to assert a privilege, or to present a motion pursuant to
Rule 30(d), shall be preserved. Therefore, those objections need not and
SHALL NOT be made during the course of depositions. In particular,
the Court eschews the dreaded “Objection to form.”
Counsel SHALL NOT instruct a witness not to answer a question
unless that counsel has objected to the question on the ground that the
answer is protected by a privilege or a limitation on evidence directed
by the Court. And the objection had better be good.
Counsel shall not make objections or statements that might
suggest an answer to a witness. Counsel’s statements when making
objections should be succinct and verbally economical, stating the basis
of the objection and nothing more.
Counsel and their witness-clients SHALL NOT engage in private,
off-the-record conferences during depositions or during breaks

10

Chapter 1
12 of 16

regarding any of counsel’s questions or the witness’s answers, except for
the purpose of deciding whether to assert a privilege. Any conferences
that occur pursuant to, or in violation of, this rule are a proper subject
for inquiry by deposing counsel to ascertain whether there has been any
witness-coaching and, if so, what. Any conferences that occur pursuant
to, or in violation of, this rule shall be noted on the record by the
counsel who participated in the conference. The purpose and outcome
of the conference shall also be noted on the record.
Deposing counsel shall provide to the witness’s counsel a copy of
all documents shown to the witness during the deposition. The copies
shall be provided either before the deposition begins or
contemporaneously with the showing of each document to the witness.
The witness and the witness’s counsel do not have the right to discuss
documents privately before the witness answers questions about them.
Unless the parties agree otherwise, breaks in the interrogation
shall occur no more frequently than once every ninety minutes, breaks
in the interrogation shall not last longer than fifteen minutes, and any
lunch break shall last one hour and fifteen minutes. Breaks do not
count when computing the duration of the deposition.

11
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11.

Discovery Disputes
(a)

Notwithstanding Local Rule 37.1, prior to filing any motion

related to discovery, including but not limited to a motion to compel
discovery and a motion to quash a subpoena (except for unopposed,
consent, or joint motions to extend the discovery period), the
movantCafter conferring with the respondent in a good-faith effort to
resolve the dispute by agreementCmust send Ms. Edwards (with a copy
to all counsel of record) a one-page email summarizing the dispute and
the relief sought. If the matter is time-sensitive, the movant should
make that clear in the email.
Ms. Edwards will then instruct the respondent the deadline by
which it may submit to her a one-page email response (with a copy to all
counsel of record). Ordinarily, after Ms. Edwards receives the response,
she will schedule a conference call in which the Court will attempt to
resolve the matter without the necessity of a formal motion; a court
reporter will be provided by the Court to take down the conference call.
However, the Court may choose to issue an order resolving the dispute
without a conference call.

12

Chapter 1
14 of 16

In addition, if any party has a dispute with a non-party (e.g.,
regarding a subpoena), the party and the non-party must follow these
instructions, and the party must promptly inform the non-party of this
discovery-dispute policy. If the non-party requires the Court’s
involvement in resolving the dispute, it should not file a motion, but
rather, should follow the procedure detailed in the two preceding
paragraphs.
(b)

The Court is usually available by telephone to resolve

objections and disputes that arise during depositions. Counsel should
not hesitate to call the Court (404.215.1420) if a bona fide dispute arises
during a deposition that the parties cannot resolve despite a good-faith
effort to do so.
Finally, confidential settlement agreements are generally fine,
except in FLSA cases. However, the Court ordinarily will not enter a
final judgment order that directs one or more of the parties to comply
with the terms of a confidential settlement agreement and/or that has
the Court retain jurisdiction for purposes of enforcing the confidential
settlement agreement.

13
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Trial Courtroom Procedures
5.

During opening statement, counsel may refer to the contents of,

and show the jury, exhibitsCprovided that counsel is unaware of a
genuine issue as to the admissibility of the exhibit into evidence and
counsel genuinely expects that each such exhibit will be admitted into
evidence.
****
8.

Counsel should refrain from making disparaging remarks or

displaying ill will toward other counsel, and from causing or
encouraging any ill feeling among the litigants.
9.

Counsel and litigants are to refrain from making gestures, facial

expressions or audible comments as manifestations of approval or
disapproval of testimony, argument or rulings by the Court.
****
20.

When making an objection, counsel shall state only the legal basis

of the objections (e.g., “leading” or “hearsay”) and should not elaborate,
argue, or refer to other evidence unless asked to do so by the Judge.
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21.

Counsel are prohibited from addressing comments or questions to

each other. All arguments, objections and motions should be addressed
to the Court.
IT IS SO ORDERED this 15th day of September, 2017.
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INTRODUCTION
The biggest change to the European patent system in decades is on its way. The Unitary Patent
and UPC systems represent the most significant change to European patent law since the European Patent
Office was established in the 1970s. It is therefore important to be aware of the new opportunities, and
new risks, which the new system might pose for patent applicants and patent owners in Europe.
When the “Unitary Patent Package” of legislation comes into force, it will be possible to obtain a
single patent – a “European Patent with Unitary Effect”, or informally a “Unitary Patent” – providing
protection in multiple European Union (EU) countries, in a manner not dissimilar to the existing EU trade
mark and design registration systems. Unitary Patents will be subject to the jurisdiction of a new
supranational court, the Unified Patent Court (“UPC”), with a structure and rules of procedure which
differ from the various national judicial systems which exist across Europe.
The Unitary Patent and UPC systems are highly complex and some of the details are still being
finalized at the time of writing. As the underlying legislation and rules of procedure are, as yet, untested,
it is likely to take several years for procedural aspects to become settled and for known uncertainties to be
addressed by the Court – or for so-far unknown uncertainties to be identified and addressed. This
summary is therefore necessarily general in nature, and for reasons of space and simplicity it has been
necessary to condense some aspects. Nevertheless, we hope that this summary provides an accessible
overview of the most important points of which you should be aware.

LEGAL BASIS
The “Unitary Patent Package” comprises the following legislation:
x

Regulation (EU) no. 1257/2012, which establishes a regime for unitary patent protection;

x

Regulation (EU) no. 1260/2012, which establishes the applicable translation arrangements for
unitary patents;

x

Agreement on a Unified Patent Court (“UPC Agreement” or “UPCA”), which establishes the new
Court.

In addition, there are associated texts such as the Rules of Procedure of the Unified Patent Court, the
Protocol on Privileges and Immunities and the Protocol on Provisional Application. These can be found
online at www.unified-patent-court.org, or obtained by e-mail from the author.
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PARTICIPATING COUNTRIES
The Regulations establishing the unitary patent regime and the associated translation
arrangements are instruments of European Union (EU) law and therefore apply only to countries which
are members of the EU. The UPC Agreement is an international treaty which is technically outside the
structures of the EU, but (at least as currently constituted) it is only open to signature by EU Member
States.
Readers of this paper are likely to be familiar already with the current system for grant of patents
by the European Patent Office (EPO) under the provisions of the European Patent Convention (EPC).
There are currently 38 Contracting States to the EPC for which patent protection can be obtained via the
EPO, in addition to which there are an additional 4 countries to which EPO patent protection can be
extended by special agreement. These states are shown in Figure 1.
All EU Member States are also EPC Contracting States. However, the EPO is independent of the
EU and so the converse is not true: not all EPC Contracting States are EU Member States. At present1
there are 28 EU Member States and not all of these are participating in the Unitary Patent Package. Spain
and Poland do not intend to participate at present. Croatia became an EU Member State after the
legislation was finalized and has not so far indicated any intention to sign up. This is shown in Figure 2.
It is therefore important to note that the potential territorial scope of the Unitary Patent, and the
jurisdiction of the UPC, are not coextensive with the territorial reach of the EPO. In addition, entry of the
Unitary Patent Package into force (discussed in detail at page 11) does not require ratification of the
UPCA by all of the remaining states. At the time of writing, it is potentially possible that the Unitary
Patent and Unified Patent Court will only cover 16 or 17 states to begin with.
Once the system has entered into force, further states are expected to join, such that the territorial
coverage available under Unitary Patents and the jurisdiction of the Unified Patent Court may expand
over time. The coverage of any individual Unitary Patent will, however, only extend to those countries
which were members of the system at the date of grant of that patent.

1

For the possible effects of Britain’s withdrawal from the EU (“Brexit”), see p. 11

-2-

Chapter 5
4 of 14

Fig. 1: European Patent
Convention
Gray denotes European Patent
Convention contracting states
Black denotes non-contracting states
with special extension/validation
agreements
White denotes non-members with no
special agreements

Fig. 2: Unitary Patent Package
Gray denotes potentially-participating
states
Black denotes non-participating, but
eligible, states
White denotes ineligible (non-EU)
states
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GRANT PROCEDURE FOR UNITARY PATENTS
Unitary Patents will be granted by the EPO under the provisions of the EPC. The Unitary Patent
system will run in parallel with the existing (so-called “classical”) EPO system, rather than replacing it.
For participating countries, Unitary Patent protection will be available as an optional alternative to the
familiar EPO patent system, and a decision on whether to use the Unitary Patent route or the “classical”
route need only be taken upon grant of the patent.
Upon grant of the patent by the EPO, applicants will have a choice between requesting “Unitary
Effect” to obtain a single patent covering all participating states, or bringing the patent into force in some
or all of those states via the post-grant national validation procedures which are employed at present.
If Unitary Effect is desired, this must be requested within a period of one month from the
publication of the mention of grant of the patent by the EPO. Various formal requirements must be met;
most notably a translation of the entire patent must be provided to the EPO. Where the patent is in French
or German, the translation must be in English. Where the patent is in English, the translation may be into
any EU official language. The translation has no legal effect. It seems that machine translations may
therefore be acceptable if they are of good quality.
The one-month period for filing the request for Unitary Effect is non-extendable; however, a
further one-month period is available for meeting various of the formal requirements (including the filing
of the translation) provided that the request has been timely filed. If the one-month period is missed,
re-establishment of rights is available under the EPO’s strict criterion of proving that “all due care” was
taken to meet the deadline. Alternatively, patent protection can be secured via the classical country-bycountry validation procedure, which can be done within three months of the publication of the mention of
grant of the patent (some countries provide longer periods).
Patent protection in EPC Contracting States which are not participating in the Unitary Patent
Package will be available via the same process as at present. National patent systems via applications
submitted directly to national patent offices, bypassing the EPO, will also continue to be available.
Figure 3 is a simplified flowchart illustrating options for obtaining patent protection in European
countries under the new regime.
Unitary Effect will be available for patent applications currently-pending at the EPO if such
patent applications are granted after the Unitary Patent Package enters into force, provided that those
patent applications do not have a filing date prior to 1 March 2007.
-4-
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Fig. 3: Routes to patent protection in Europe

ANNUITIES
Renewal fees for granted Unitary Patents are payable to the EPO rather than to national patent
offices. The so-called “True Top 4” model has been adopted, in which the renewal fees for Unitary
Patents have been set at a level approximately equivalent to maintaining “classical” European patents in
the UK, France, Germany and the Netherlands (the four most-frequently-chosen EU countries for patent
validation under the “classical” system). A Unitary Patent may therefore be a cost-effective option for
maintaining patent protection in four or more countries. In such cases, maintaining a Unitary Patent for
up to 20 years from the filing date will be significantly cheaper than maintaining separate national
validations in four or more individual countries for the same length of time. It should be borne in mind
that, unlike a bundle of “classical” European patents, a Unitary Patent cannot be “pruned” over time to
abandon protection in certain countries and thereby reduce the renewal fees payable.
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TRANSFERS, LICENCES AND OTHER RIGHTS
As a unitary right, ownership of a Unitary Patent may only be transferred in respect of all
participating states. However, licences may be granted under a Unitary Patent in respect of the whole or
part of the territories of the participating states. Transfers and licences may be recorded at the EPO using
essentially the same procedures which exist for recording transfers and licences in respect of “classical”
European patents.

COMPETENCE OF THE UNIFIED PATENT COURT
Unitary Patents will be subject to the jurisdiction of the Unified Patent Court. The areas of
competence of the UPC are defined in Art. 32 UPCA and include, but are not limited to, actions for actual
or threatened infringements, actions for declarations of non-infringement, actions for revocation
(including counterclaims in infringement actions), actions for provisional and protective measures and
injunctions, actions for damages or compensation derived from provisional protection, and actions
relating to prior use of the invention.
The UPC will also have competence in such areas in relation to “classical” European patents,
including those which are already in force at the time that the Unitary Patent Package enters into effect.
However, during a transitional period of at least seven years, it will be possible to bring actions for
infringement or revocation of “classical” European patents before the national courts. It will also be
possible to “opt out” of the exclusive jurisdiction of the UPC, but only in respect of “classical” European
patents. These options are not available for Unitary Patents. The “opt-out” is discussed in further detail at
page 10.
Judgments of the UPC will have effect throughout the territory of the participating states. Thus, a
finding of infringement will apply in all participating countries; similarly, if a patent is revoked by the
UPC, it will be revoked for all participating countries.
The UPC will not have any jurisdiction over patents granted by national patent offices or
“classical” European patents granted in respect of states which are not participating in the Unitary Patent
Package.
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STRUCTURE OF THE COURT
The Unified Patent Court will consist of three basic parts:
x

The Court of First Instance, which will have sections across Europe;

x

The Court of Appeal, which will hear appeals from decisions of the Court of First Instance and
which will be based in Luxembourg;

x

The Registry, which will have a central office at the Court of Appeal in Luxembourg and subRegistries with different divisions of the Court.

The Registry will perform administrative

functions, including processing opt-out requests.
In addition, mediation and arbitration centers will be located in Lisbon (Portugal) and Ljubljana
(Slovenia). At any point during proceedings, the Court can recommend that parties take their dispute to
mediation or arbitration.
Any new action at the UPC will need to be brought before the Court of First Instance. The Court
of First Instance will itself consist of multiple divisions. Any country participating in the Unitary Patent
system can establish its own Local Divisions, or can group together with other countries to establish a
Regional Division common to those countries.
Importantly, the Court of First Instance will also comprise a Central Division. This will have a
specialist section in London2 dealing with chemistry (including pharmaceuticals), metallurgy and “human
necessities” (patents in International Patent Classification (IPC) classes A and C) and a specialist section
in Munich dealing with mechanical engineering, lighting, heating, weapons and blasting (patents in IPC
class F). The seat of the Central Division will be in Paris, which will deal with cases which are not
otherwise the responsibility of London or Munich, namely cases relating to patents in IPC classes B, D, E,
G or H, including physics and electricity.
The Court of Appeal will hear appeals from any section of the Court of First Instance.

WHERE TO BRING AN ACTION
The different parts of the Court of First Instance will normally have different competencies depending
on the type of case, the technical subject matter of the patent, and/or the countries where parties to
2

For the possible effects of “Brexit”, see p. 11
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proceedings are based or where certain acts took place. The provisions in this respect are somewhat
complex and there is not space here to go into full detail. However, in many cases the Central Division
will be the relevant forum or will be available as an option. Regardless of the default provisions, parties to
a dispute can agree to bring any type of dispute before the Central Division.
Actions relating to infringement will, by default, be the responsibility of the Local and Regional
Divisions, with the relevant Division being the country where the infringement took place or where the
alleged infringer has a residence or place of business3. If an alleged infringer does not have a residence or
place of business in a participating country, the Central Division will be available as an option even if a
Local or Regional Division is also competent to hear the case.
Counterclaims for revocation in infringement actions may be heard by the Local/Regional Division, or
the Division may choose to “bifurcate” the case, sending the revocation counterclaim to the Central
Division. Alternatively, the entire case may be referred to the Central Division if the parties agree. The
Central Division will be the default forum for infringement actions relating to infringements in countries
which do not have their own Local or Regional Division.
Although all Divisions are bound by the same sources of law and the same Rules of Procedure, it
seems likely that – particularly in the early years – a degree of forum-shopping might be expected. In an
effort to minimize divergent practices between different Divisions, cases before any portion of the Court
of First Instance will normally be heard by a multinational panel of at least three judges.
One notable difference between the Local/Regional Divisions and the Central Division is that the
panel will not normally include a technically-qualified judge in the Local/Regional Divisions, whereas the
Central Division will include a technical member by default. At the request of the parties, a further
technical member may be added to the panel in any Division of the Court. In the Court of Appeal, the
panel will normally consist of three legally-qualified judges and two technically-qualified judges.
Jury trials will not form part of the UPC system, unlike patent trials in the US.

3 In many cases there will therefore be a choice of forum, for example where infringing acts took place in more than
one country, and/or where the infringer is located in a third country.
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PROCEEDINGS BEFORE THE COURT
Actions at the UPC will be heavily “front-loaded”, with much of the procedure carried out in writing, in a
manner not dissimilar to Opposition and Appeal procedures before the EPO or trials at the UK’s
Intellectual Property Enterprise Court.
Actions at the UPC will be commenced by the plaintiff lodging a Statement or Application (the
terminology differs depending on the type of action) in writing. The defendant will then need to reply
with a written statement of defense, following which a further round of written submissions may
optionally be made by the plaintiff with an opportunity for the defendant to reply once more.
Following the exchange of written submissions, the Court will appoint one of the judges as a
Rapporteur, who may order the parties to clarify specific points, answer questions, or produce evidence or
other documents. The Rapporteur can also order an interim conference to be held, for example to
establish the main facts and issues in dispute and to clarify the positions of the parties. The Rapporteur
also has wide-ranging powers to order the parties to take certain actions, for example to produce further
evidence or experimental reports or to appoint expert witnesses.
Following the conclusion of the written procedure and any interim proceedings, an oral hearing
will be appointed before the panel of judges.
The target timescale from commencing an action to the handing-down of the written judgment is
short, at 12 to 15 months. To this end, the periods allowed for reply during the written procedure are short
(typically 1 to 3 months) and the oral hearings will normally be scheduled to last only one day. UPC
proceedings should therefore be significantly faster than proceedings in many national courts.
There is not space here to provide full detail in relation to the language provisions of the Court;
however, in most Divisions of the Court, English will be the default language or may optionally be
employed.

REPRESENTATION
Parties to proceedings before the UPC can be represented by a lawyer authorized to practice
before the courts of any participating country. European Patent Attorneys with appropriate qualifications
may also represent parties before the Court, regardless of whether or not they are nationals of
participating states.
-9-
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Any suitably-authorized representative will be entitled to represent parties in front of any part of
the Court; it is not necessary to employ a representative from the country where the competent Division
of the Court is located. Thus, a suitably-qualified European Patent Attorney who is a British national (for
example) will be entitled to represent parties before the Local or Regional Division in any country, the
Central Division in Paris, London or Munich, the Court of Appeal in Luxembourg, or any other Division
of the court in any country, regardless of the nationalities of the parties involved in the dispute.

TRANSITIONAL PROVISIONS - OPTING OUT
During a transitional period of seven years, it will be possible to “opt out” of the exclusive
jurisdiction of the UPC in respect of “classical” European Patents. Actions for infringement or revocation
of an opted-out patent must then be brought before the national courts, in line with the litigation system
that exists at present. There is no fee for opting out, and the opt-out may be withdrawn (thus “opting back
in” to the UPC’s jurisdiction). Once withdrawn, an opt-out cannot be reinstated.
National courts will have no competency in relation to Unitary Patents, and Unitary Patents
cannot be opted out of the UPC’s jurisdiction. These transitional provisions apply only to “classical”
European patents.
A “sunrise period”, likely to be approximately three months in duration, is planned, during which
it will be possible to pre-emptively register opt-outs in respect of European Patents before the Unified
Patent Court Agreement enters into force.
A patent cannot be opted out if an action has already been commenced at the UPC in relation to
that patent.
An opt-out must be made on behalf of the actual proprietor of the patent, i.e. the person legally
entitled to be named as proprietor regardless of whether or not that person is the proprietor named on the
European Patent Register. In the event of multiple proprietors (for example, co-owners of the patent, or
different owners in different countries), the opt-out request must be filed jointly on behalf of all owners.
Licensees (including exclusive licensees) do not need to consent to an opt-out request.
If no opt-out is registered, or if an opt-out request is invalid, the patent will be subject to the
shared competency of national courts and the Unified Patent Court: actions for infringement or revocation
may then be brought in either the UPC or in the national courts.
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ENTRY INTO FORCE; PROVISIONAL APPLICATION PHASE
The Unitary Patent Package will enter into force on the first day of the fourth month after 13
participating EU Member States have formally ratified the UPCA. Those 13 member states must include
the United Kingdom, France and Germany.
At the time of writing, 14 member states4 (including France) have ratified the UPCA. Germany
and the United Kingdom are both nearing completion of the necessary legislative procedures to enable
ratification of the UPCA. It is widely, if informally, understood that Germany intends to delay its formal
ratification until the final preparations for the Court have been completed, including recruitment of judges
and finalization of the IT systems and online case-management and opt-out registration system.
Prior to formal entry of the UPCA into force, a “sunrise period” is planned during which judges
will be formally appointed, the Court will be staffed, and the online opt-out registration system will go
live (thus avoiding a flood of opt-out requests and/or pre-emptive UPC revocation actions on day 1 of the
Court’s formal existence). This “sunrise period” is expected to last for at least three months.
At the time of writing, the UK is expected to be in a position to ratify the UPCA by fall 2017.
German ratification has been delayed by the filing of a complaint at the Federal Constitutional Court.
Few details are yet available, but it seems that an allegation has been made that the UPC as currently
constituted is contrary to the German constitution, such that Germany cannot legally participate. It is not
yet known whether these allegations have any merit, nor what the timescale will be for resolution of the
complaint.
At present it is difficult to be precise about the timescale for entry into force of the Unitary Patent
Package; assuming that the German constitutional complaint is expedited and found to be without merit, a
sunrise period starting in spring 2018 might tentatively be expected, with entry into force in summer or
fall 2018. It is to be hoped that some clarity on the timetable can be restored soon.

BREXIT
Aside from the German constitutional question, the other major uncertainty which will affect the
Unitary Patent and Unified Patent Court is the British withdrawal from the European Union (the so-called
4

AT, BE, BG, DK, EE, FR, IT, LT, LU, MT, NL, PT, SE, FI
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“Brexit”). Unless an extension to the negotiations is agreed, the UK is currently on track to leave the EU
in March 2019, only shortly after the earliest potential date of entry of the UPCA into force.
It is at present unknown whether the UK Government intends to attempt to remain in the UPC
and Unitary Patent systems after “Brexit”. The Unitary Patent is a matter of EU legislation; the Unified
Patent Court Agreement is an international treaty, albeit one that is (at present) only open to EU members.
It is uncertain at present whether the UK can legally continue to participate in either the Unitary Patent or
the Unified Patent Court after it ceases to be a member of the EU, although a number of opinions have
been produced by leading counsel in the UK, Germany and the Netherlands which agree that continued
participation should be possible (although they diverge somewhat on the mechanism to achieve this).
The legal profession in both the UK and Germany appears to be heavily in favour of continued
UK participation post-Brexit, as do leading representatives from industry.
There are a number of possible outcomes which now depend not only on the UK Government’s
intentions (upon which we await clarification) but also on the timing of the resolution of the German
constitutional complaint. Assuming that both the UK and Germany ratify the UPCA before the end of
2018, the Unitary Patent and Unified Patent Court systems will enter into force with the UK being a
member – at least initially. If a mechanism can be found to allow continued UK participation, this would
offer the greatest continuity and least disruption.
If the UK subsequently leaves the system, it seems likely that continuity provisions will be put in
place in the UK to re-register Unitary Patents granted prior to Brexit day as UK national patents, or to
recognize the effect of such Unitary Patents as continuing in the UK. It is uncertain what will happen to
cases pending before the UK Local Division of the Court in such a situation, however, or to British
nationals employed as judges in the UPC system. If the UK leaves the system, the portion of the Central
Division located in London is likely to be relocated, although this will require amendment of the UPC
Agreement.
If ratification of the UPCA by the UK and Germany cannot be completed before Brexit day, then
the Unitary Patent and Unified Patent Court are likely to enter into force in mid-to-late 2019 at the
earliest, without UK participation. Under the provisions of the UPCA, Italy will take the UK’s place as
one of the three mandatory ratifying states. However, the UPCA will nevertheless require amendment to
relocate the London portion of the Central Division.
Regardless of whether the UK is in or out of the UPC system, however, European Patent
Attorneys of any nationality (not just EU citizens) can act before any Division of the Court. European
-12-
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Patent Attorneys who are British nationals will therefore continue to be able to represent parties in
proceedings before the UPC.
As the EPO is not an EU institution, Brexit will not affect the UK’s relationship to the EPO.
British nationals who are European Patent Attorneys will continue to have full rights of representation in
respect of all matters before the EPO, including the filing of requests for Unitary Effect.

SUMMARY
The arrival of the Unitary Patent and Unified Patent Court will represent a fundamental change to
the European intellectual property landscape. Although the timescale for entry of the system into force is
still somewhat uncertain, preparations are far-advanced and (assuming that the German constitutional
challenge is unsuccessful) the Unitary Patent and UPC are likely to become reality within the next couple
of years.
Businesses will need to take important and far-reaching decisions about how their patent
application, enforcement and licensing strategies will be affected by these developments. The
implications of Unitary Patents and the UPC for the freedom-to-operate landscape and related litigation
should be considered carefully by all businesses, whether they hold patents or not. The impact of Brexit
on such matters should also be considered.
This note is necessarily a simplification and generalisation of a highly-complex, as-yet untested
system which continues to develop. The information herein is for guidance only; specific legal advice
should be sought on any particular matter. For more detailed information on any aspect of the Unitary
Patent or Unified Patent Court, or for discussion of any more specific situations, please contact the author,
who will be happy to discuss such matters further.
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I.

Background, Context, and Summary
a. Passage of the DTSA
On May 11, 2016, President Obama signed the Defend Trade Secrets Act (DTSA) into law.1

The DTSA amended the Economic Espionage Act of 1996 to improve the ability of businesses to
address trade secret theft by creating a federal civil cause of action and expanding the scope of
available remedies.2 The DTSA received broad bipartisan support in Congress – passing
unanimously in the Senate and by a 410-to-2 vote in the House of Representatives.3 The Obama
Administration asserted its strong support for the bill,4 as did a variety of companies in
technology and innovation-focused fields.5 The goal of the Act is to reduce instances of trade
secret theft in order to protect and incentivize future innovation, economic growth, and job
creation.6 At the same time, Congress hoped to balance the remedies they provided to businesses;
the goal was to avoid stalling regular businesses’ practices or in another way overly burdening
commerce.7

1

President Obama SignsS.1890 – Defend Trade Secrets Act, THE WHITE HOUSE (May 11, 2016),
https://www.whitehouse.gov/photos-and-video/video/2016/05/11/president-obama-signs-s1890-defend-tradesecrets-act.
2
S. REP. NO. 114-220, at 2-3 (2016).
3
United States Congress Passed DTSA, Defend Trade Secrets Act, NAT’L L. REV. (MAY 2, 2016),
http://www.natlawreview.com/article/united-states-congress-passed-dtsa-defend-trade-secrets-act.
4
OFFICE OF MGMT. & BUDGET, EXEC. OFFICE OF THE PRESIDENT, STATEMENT OF ADMINISTRATION POLICY: S. 1890
– DEFEND TRADE SECRETS ACT OF 2016 (Apr. 4, 2016), available at
https://www.whitehouse.gov/sites/default/files/omb/legislative/sap/114/saps1890s_20160404.pdf.
5
See Richard Cowan & Andrew Chung, Senate Unanimously Approves Trade Secrets Bill, REUTERS (Apr. 4, 2016),
http://www.reuters.com/article/us-usa-trade-secrets-idUSKCN0X11Y3; Gene Quinn, Obama Administration
Strongly Supports Defend Trade Secrets Act, IPWATCHDOG (Apr. 4, 2016),
http://www.ipwatchdog.com/2016/04/04/obama-administration-supports-defend-trade-secrets-act/id=67993/;
Steven T. Dennis, Bipartisan Trade Secrets Protection Bill Passed by U.S. Senate, BLOOMBERG POLITICS (Apr. 4,
2016), http://www.bloomberg.com/politics/articles/2016-04-04/senate-set-to-pass-bipartisan-measure-to-protecttrade-secrets.
6
S. REP. NO. 114-220, supra note 2.
7
Id.
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b. The Growing Problem of Trade Secret Theft
Trade-secret theft is a significant concern to American businesses. Publically traded U.S.
companies own an estimated $5 trillion in trade secrets.8 According to the FBI, trade-secret theft
results in up to hundreds of billions of dollars in losses annually in the American economy9 and
an independent study found that trade-secret theft results in a loss of 1 to 3 percent of the U.S.’s
GDP every year.10 And the problem seems to be growing.11 Of particular concern is theft by
individuals overseas, which is often backed by foreign governments,12 and theft by former
employees leaving to new opportunities.13 The problem is exacerbated by technological
developments that improve the ability of individuals to steal trade secrets electronically.14 It is
important to note, however, that critics of expanding trade-secret legislation argue the threat is
overblown. They contend it is nearly impossible to develop accurate statistics about trade-secret
theft and that studies developing numbers on the issue are backed by companies with a vested
interest in encouraging trade-secret legislation.15

8

U.S. CHAMBER OF COMMERCE, THE CASE FOR ENHANCED PROTECTION OF TRADE SECRETS IN THE TRANS-PACIFIC
PARTNERSHIP AGREEMENT, 10, available at
https://www.uschamber.com/sites/default/files/legacy/international/files/Final%20TPP%20Trade%20Secrets%208_
0.pdf Final%20TPP%20Trade%20Secrets%208_0.pdf.
9
Randall C. Coleman, Combatting Economic Espionage and Trade Secret Theft, FEDERAL BUREAU OF
INVESTIGATION (May 13, 2014), https://www.fbi.gov/news/testimony/combating-economic-espionage-and-tradesecret-theft (Statement Before the Senate Judiciary Committee, Subcommittee on Crime and Terrorism).
10
PWC & CREATE.ORG, ECONOMIC IMPACT OF TRADE SECRET THEFT: A FRAMEWORK FOR COMPANIES TO
SAFEGUARD TRADE SECRETS AND MITIGATE POTENTIAL THREATS 3 (Feb. 2014), available at
https://www.pwc.com/us/en/forensic-services/publications/assets/economic-impact.pdf.
11
Office of the National Counterintelligence Executive, Foreign Spies Stealing US Economic Secrets in
Cyberspace: Report to Congress on Foreign Economic Collection and Industrial Espionage 6 (Oct. 2011), available
at https://www.ncsc.gov/publications/reports/fecie_all/Foreign_Economic_Collection_2011.pdf.
12
See Coleman, supra note 9.
13
Id.
14
Id.
15
Zoe Argento, Killing the Golden Goose: The Dangers of Strengthening Domestic Trade Secret Rights in
Response to Cyber-Misappropriation, 16 YALE J. L. & TECH. 172, 197-200 (2014).
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c. The Goals of the DTSA
The DTSA attempts to address the issue of trade-secret theft by strengthening businesses’
tools to confront it. Two important innovations created to achieve this goal are a federal cause
cause of action for plaintiffs and an expansion of available remedies, including an ex parte
seizure order. In doing so, the DTSA strengthens businesses’ ability to address trade-secret theft
both before it occurs and after the fact. On the front end, the DTSA strengthens businesses
capacity to prevent theft by giving them the ability to address problems quickly and uniformly in
federal court and seek an ex parte seizure order to discretely secure secrets before they can be
disclosed. On the back end, the DTSA bolsters the equitable remedies and actual damages courts
can award, and simplifies the litigation process by permitting businesses to bring claims in a
federal court forum. At the same time, however, the Act imposes some burdens on employers by
limiting the circumstances in which they can use injunctions to prevent employee mobility and
requiring them to notify employees of their rights as potential whistleblowers.
II.

The DTSA Creates a Federal Civil Cause of Action for Trade-Secret
Misappropriation
a. A Private Cause of Action
i.

About the Private Cause of Action

The DTSA substantially expands businesses’ ability to guard trade secrets. Prior to passage
of the DTSA, state law exclusively governed civil trade-secret claims.16 State trade-secret laws
do not vary widely from one another, as most have adopted some version of the Uniform Trade
Secrets Act (“UTSA”).17 However, businesses generally had to be aware of nuanced differences
and procedural issues in every state.18 And when secrets crossed state lines, multiple sources of

16

H.R. REP. NO. 114-529, at 3 (2016).
Id.
18
Id.
17
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trade-secret law came into play – making for arduous and messy litigation. The DTSA remedies
this somewhat by creating a federal civil cause of action for trade-secret misappropriation. The
Act states that “[a]n owner of a trade secret that is misappropriated may bring a civil action . . . if
the trade secret is related to a product or service used in, or intended for use in, interstate or
foreign commerce.”19 The statute provides that a plaintiff has three years to bring a claim in
federal court from when they knew or should have known through reasonable diligence that a
misappropriation occurred.20
ii.

Benefits to Businesses

A federal cause of action is undoubtedly a victory for businesses trying to protect trade
secrets. For many businesses, trade secrets are as valuable as copyrights, trademarks, or patents.
Compared to these other forms of intellectual property, however, trade secrets never had the
same federal protection. A cause of action under federal law for trade-secret misappropriation
confers a few unique benefits on businesses. Allowing businesses to skip the process of filing
claims on a state-by-state basis and receive one uniform federal judgement helps them address
the problem of trade-secret theft much more quickly and increases the likelihood that
confidential information can be recovered before it is disclosed. As mentioned previously, it also
vastly simplifies the litigation process by avoiding a series of simultaneous state claims. This can
be beneficial for smaller businesses and startups with fewer resources for litigation.21
Access to federal courts can be beneficial as well. Plaintiffs can have access to more liberal
federal discovery rules, for example.22 At the same time, however, the broader scope of

19

18 U.S.C. § 1836(b)(1).
18 U.S.C. § 1836(c).
21
162 CONG. REC.H2028-01 (Apr. 27, 2018) (statement of Rep. Conyers).
22
Argento, supra note 15.
20
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discovery rules may increase the expense and complexity of litigation.23 These costs would be
particularly burdensome for smaller businesses and startups, which may deter them from
bringing claims.
iii.

Criticisms and Concerns

One of the primary concerns with providing a federal cause of action was presented in a letter
signed by 42 law professors in November of 2015.24 They argue a federal right of action for
trade-secrets misappropriation cases is ill-suited to address cyber-espionage and instead inhibits
innovation, increases cost and duration of litigation, and has a negative impact on economic
growth.25
1. Ability to Counter Cyber-Espionage
Critics argue the DTSA is ill-equipped to address issues of cyber-espionage for a few
reasons. First, they argue that stricter trade-secret laws are a poor solution to cybersecurity
problems.26 Especially in cases that involve remote infiltrations or other forms of hacking, it is
almost impossible for individuals to identify the hackers all together – a problem that will not be
solved by legislation like the DTSA.27 Additionally, companies often avoid bringing trade-secret
actions for fear of further disclosing the secret during the litigation process or because of the
potential impact on their stock price.28 Firms also choose not to disclose thefts because they do
not want to publically accuse another company of stealing secrets for business diplomacy
reasons.29 They also often decide it is not worth the effort because the secret was not disclosed in
a market that directly competes with the business or to an individual that is capable of
23

PROFESSORS’ LETTER IN OPPOSITION TO THE DEFEND TRADE SECRETS ACT OF 2015 (S. 1890, H.R. 3326) (Nov.
17, 2015).
24
Id.
25
Id.
26
Id.
27
See Argento, supra note 15.
28
Id.
29
Id.
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implementing the technology, or they feel they need to devote resources to a newer, different
innovation.30
2. Chilling Innovation and Growth
Those opposing the DTSA then argue that while the Act does little to achieve its cyberespionage goals, it also has harmful implications. Critics raise concerns about the possibility of
imposing overly strict requirements on the flow of information.31 Labeling something as a trade
secret inevitably reduces access to information and fear of repercussions for using information
can chill innovation and collaboration between businesses and reduce competition.32
3. A Lack of Uniformity
Another major concern with a private cause of action is that it will not result in the kind of
uniformity it promises to create. Critics of the Act argue that the UTSA created a fairly uniform
statutory scheme.33 Some also argue that the pre-existing UTSA was created in lieu of a more
formal federal statute because states are better equipped to address local values and concerns on
issues like free competition and employee mobility and that federal common law can fill the gaps
between state regimes.34 In addition, some argue that a lack of uniformity is inevitable due to
other factors affecting litigation, including: the definition and scope of confidential relationships,
how they are formed, rules about employee ownership of inventions, state tort and criminal law,
and state civil procedure.35 As will be discussed further later, some argue as well that the
DTSA’s failure to preempt state law further perpetuates the problem of lack of uniformity.

30

Id.
PROFESSORS’ LETTER IN OPPOSITION TO THE “DEFEND TRADE SECRETS ACT OF 2014” (S. 2268) AND THE “TRADE
SECRETS PROTECTION ACT OF 2014” (H.R. 5233) (Aug. 26, 2014).
32
Id.
33
PROFESSORS’ LETTER IN OPPOSITION TO THE DEFEND TRADE SECRETS ACT OF 2015, supra note 23.
34
Letter from Sharon K. Sandeen, Professor, Hamline University School of Law, to Dianne Feinstein, Senator (Aug.
28,2014).
35
Id.
31

9

Chapter 6
10 of 24

One potential response to these arguments is that in many ways, the DTSA brings the
Economic Espionage Act closer in line with the UTSA. The DTSA adopts the same definition
for trade secret as the UTSA.36 The DTSA also changes the Economic Espionage Act’s statute of
limitations from 5 years to 3, matching the UTSA’s statute of limitations period.
4. Other Avenues to Federal Court
Other arguments against a federal cause of action include the allegation that it is overblown
because, given that a large portion of trade-secret thefts occur by out-of-state hackers, businesses
could sue in federal court under diversity jurisdiction or through supplemental subject-matter
jurisdiction given that cyber-misappropriation suits often involve other claims under federal law
such as the Computer Fraud and Abuse Act.37
5. Concerns with Interstate Commerce
Critics have also expressed concern about the requirement that plaintiffs show that the
subject trade secrets affect interstate commerce. They suggest this may force a trade-secret
owner to disclose too much in early litigation, which increases the risk the trade secret would be
disclosed to the public.38 Along a similar vein, not all trade secrets would qualify as “used in, or
intended for use in, interstate or foreign commerce.”39 Critics of the DTSA argue that this
expands the costs and complexity of litigation.40 At minimum, critics argue, having to prove that
a trade secret meets the Commerce Clause requirements extends and complicates the litigation,

36

James Pooley, What You Need to Know About the Amended Defend Trade Secrets Act, PATENTLYO (Jan 31,
2016), http://patentlyo.com/patent/2016/01/amended-defend-secrets.html (serving as a guest authority for Dennis
Crouch).
37
See Argento, supra note 15.
38
Id at 211.
39
PROFESSORS’ LETTER IN OPPOSITION TO THE DEFEND TRADE SECRETS ACT OF 2015, supra note 23.
40
Id.
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and, as mentioned previously, puts the trade secret at risk, which is ultimately antithetical to the
goals of the DTSA reducing the complexity and costs of litigation and protecting trade secrets.41
6. Burdens on Courts
Finally, some have raised the question of how burdensome this Act will be on the federal
court system. 42 However it is likely too early to know how extensive litigation under the DTSA
will be. The first lawsuit under the Act has just recently been filed.43
b. Definitions and Scope
The DTSA applies to misappropriation of trade secrets.44 The DTSA defines
“misappropriation” to include either the acquisition or disclosure of a trade secret. To qualify as
an “acquisition,” an individual must acquire a trade secret of another without consent and know
or have reason to know the trade secret was acquired by improper means.45 Meanwhile, to
qualify as a “disclosure,” the disclosing individual must disclose a trade secret without consent
and either: (1) use improper means to acquire the trade secret; (2) know or have reason to know
the trade secret was derived through improper means, acquired under circumstances giving rise
to a duty to maintain secrecy, or derived from or through a person who owed a duty to maintain
secrecy; or (3) in the case of an individual changing positions, know or have reason to know that
the information was a trade secret and knowledge of the trade secret had been acquired through
accident or mistake.46 The DTSA defines “improper means” as “theft, bribery, misrepresentation,
breach or inducement of a breach of a duty to maintain secrecy, or espionage through electronic

41

Id.
Eric Goldman, From Eric’s Blog, 19 CYBERSPACE LAW. 21(Dec. 2014).
43
Y. Peter Kang. Fed. Trade Secrets Lawsuit Faces Early Test in Miami Beach Suit, LAW360,
HTTP://WWW.LAW360.COM/CORPORATE/ARTICLES/796984?NL_PK=05783165-C0CE-487C-A4D49B37DF6FAA58&UTM_SOURCE=NEWSLETTER&UTM_MEDIUM=EMAIL&UTM_CAMPAIGN=CORPORATE.
44
18 U.S.C. § 1836(b)(1).
45
18 U.S.C. § 1839(5)(A).
46
18 U.S.C. § 1839(5)(B).
42
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or other means.”47 The statute specifically notes that reverse engineering, independent derivation
and any other acquisition complying with the law are excluded from these rules.48 These
definitions bring the Economic Espionage Act’s definitions closer in line to the definitions in
more traditional state statutes modeled after the UTSA.49
III.

The DTSA and Preemption

While the DTSA provides a federal cause of action for plaintiffs, it does not preempt state
law.50 Therefore, all the remedies and procedures plaintiffs previously had available to them will
still remain in place. The DTSA effectively provides an additional layer of protection and
remedies for plaintiffs. This seems to be consistent with one of the general goals of the statute:
expanding plaintiffs’ arsenal of available remedies in trade secret misappropriation litigation.
On the other hand, some have questioned whether this will undermine another goal of the
Act: simplicity.51 As mentioned previously, some critics argue that the existing scheme of under
state law and the UTSA created a fairly uniform body of law.52 Meanwhile, the DTSA may
undermine that uniformity by introducing a new scheme on top of the existing one.53 Having
remedies under state and federal law encourages “forum shopping” and discourages the kind of
simple, uniform solutions the Act was enacted to achieve.54
However, plaintiffs still often may have the choice to simply pursue the case under
exclusively state or federal law and avoid the complications if needed. These options allow
plaintiffs a wide array of choices in how to pursue trade-secret misappropriation litigation.

47

18 U.S.C. § 1839(6)(A).
18 U.S.C. § 1839(6)(B).
49
H.R. REP. NO. 114-529, at 10 (2016).
50
18 U.S.C. § 1833(f) note.
51
Eric Goldman, supra note 41.
52
PROFESSORS’ LETTER IN OPPOSITION TO THE DEFEND TRADE SECRETS ACT OF 2015, supra note 23.
53
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Id.
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IV.

The Applicability of the DTSA Abroad

The DTSA provides no territorial limitation in the statute. This may suggest a possibility for
a plaintiff to bring a claim against a foreign company for causing a trade-secret theft.55 The
legislative history of the Act is silent on this point.
In addition, the DTSA establishes a system to notify the public about trade-secret theft
abroad. The Act mandates that the Attorney General, working with the Intellectual Property
Enforcement Coordinator, and other department heads, submit a biannual report, made available
online, which includes information about trade-secret theft occurring overseas.56 The report will
include information about recent trade-secret theft, foreign governments sponsoring theft, and
threats of future thefts.57 The report is also directed to discuss what the U.S. is currently doing to
limit the likelihood of threats through diplomatic trade relationships and prosecutions, as well as
proposed legislation and executive action.58
V.

The DTSA Provides Additional Remedies for Plaintiffs
In addition to creating a federal cause of action, the DTSA expands plaintiffs’ arsenal of

remedies when enforcing private trade-secret claims in a variety of ways.
a. Civil Seizure
i.

About Civil Seizure

A particularly substantial benefit for plaintiffs is the addition of a civil seizure remedy. The
DTSA allows a court, via an ex parte request, to require seizure of property deemed “necessary
to prevent the propagation or dissemination of the trade secret” at issue.59 Under this provision,

55

Dennis Crouch, Implementing and Interpreting the Defend Trade Secrets Act, PATENTLYO (Apr. 27, 2016),
http://patentlyo.com/patent/2016/04/implementing-interpreting-secrets.html.
56
18 U.S.C. 1832(b) note.
57
Id.
58
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59
18 U.S.C. § 1836(b)(2)(A)(i).
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the court can request federal, state, or local law enforcement to seize property as a preventative
measure without proof that a trade secret has actually been disseminated.
ii.

Benefits to Businesses

The ex parte nature of this remedy is particularly valuable when addressing trade-secret theft.
It allows businesses to protect vulnerable information from risk of theft without providing notice
to the other party – which would clearly undermine efforts to secure the trade secret. Given that
the damage of a misappropriation of a trade secret often cannot be undone once it is disclosed, an
ex parte civil seizure order is a useful tool to provide businesses with a strategy to recover
secrets without being thwarted by the person planning to disclose them.
iii.

Limitations

Initially, there was concern about the possibility for abuse accompanying this provision. One
can imagine scenarios where businesses would request these injunctions simply to gain
advantage over a competitor. In response, the DTSA places a variety of procedural requirements
around this remedy. For example, to grant an application for civil seizure, a court must find that:
an immediate and irreparable injury will occur; the harm to the person requesting the order
outweighs the interests of the individual against whom the order would be sought, or third parties
affected by the order; and that the need could not be satisfied with an injunction under Rule 65 of
the Federal Rules of Civil Procedure.60 Additionally, the court must find an adequate showing
that the information is a trade secret and the person against whom the order is sought
misappropriated or conspired to misappropriate that secret.61
Courts must also follow a series of procedural requirements in executing the order. The
statute includes a list of required elements a court must provide in the order, including a mandate

60
61

18 U.S.C. § 1836(b)(2)(A)(ii).
18 U.S.C. § 1836(b)(2)(A)(ii)(IV).
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that the seizure be the narrowest necessary to accomplish the required goal.62 The statute requires
courts to set a date for a hearing and mandates the court take necessary action to protect the
seized materials from being disclosed to the public or destroyed or damaged while in the custody
of the court.63 If the seizure is performed in violation of the statute, an individual has a cause of
action against the person who requested the seizure.64
In addition to the procedures enumerated in the statute, the DTSA mandates that within two
years, the Federal Judicial Center develop a set of best practices for seizing information and
storing it safely.65
iv.

Criticisms and Concerns
1. What Constitutes “Property”?

Despite these protections, some critics remain concerned about the civil seizure provision.
One area of ambiguity concerns the definition of “property” in this section of the statute – giving
rise to an argument that the statute is impermissibly vague.66 The DTSA does not specify which
property can be seized to “prevent the propagation or dissemination” of a trade secret.67 This
leaves open the question of whether something like computer source code that is central to all the
computer servers in a business could be seized.68 This could potentially result in serious harm to
the daily operations of a business.69 The statute does provide that only the narrowest seizure

62

18 U.S.C. § 1836(b)(2)(B).
18 U.S.C. § 1836(b)(2)(B)(v), (C), (D).
64
18 U.S.C. § 1836(b)(2)(G).
65
28 U.S.C. § 620(a) note.
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necessary to achieve the purpose is allowed.70 However, critics argue this still could be a very
serious imposition on a business.71
This potential problem might have a disproportionate impact on small businesses and startup
companies.72 The process of challenging an order is expensive and smaller businesses are more
likely to agree to the seizure than incur this expense.73 This could ultimate chill innovation and
job growth.74
2. Inequity with Ex Parte Orders
Critics are also concerned about the ex parte nature of the order, arguing it is inequitably proplaintiff.75 Because the order is ex parte, plaintiffs can create a biased representation of the facts
to persuade a judge to issue an order.76 This gives plaintiffs a “strategic weapon” they can use
against other parties – ultimately not resulting in the fairest outcome.77 Critics have also argued
that because it is not entirely clear what is and is not a trade secret, and because there is no tradesecret registry (compared to patents, for example), an ex parte order is inappropriate78 as it
would be inequitable to allow one party to assert something is a trade secret without
counterargument from the opposing party.79
b. Other Remedies
i.

Reasonable Injunctions

In addition to civil seizure, the DTSA provides that a court can order an injunction, whenever
reasonable, to prevent actual or threatened misappropriation of trade secrets if the court
70
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determines affirmative action is necessary to protect the trade secret.80 The Act provides an
exception for certain exceptional circumstances where an injunction would be considered
inequitable.81 In those circumstances, a court may condition future use of the trade secret on
payment of a royalty for as long as the period of time that the use could be prohibited.82 Critics
of the Act have commented that the injunction provisions do not provide enough limitations to
allow for competition, innovation, and employee mobility. For example, critics claim the Act
does not limit injunctions to the “period of lead-time advantage.”83
ii.

Actual and Other Damages

Beyond equitable relief, the DTSA lists multiple sources of damage awards. First, that statute
allows for damages for actual loss from the misappropriation as well as damages for unjust
enrichment not calculated in the actual damages.84 Alternatively, the DTSA allows for damages
to be calculated through imposing a reasonable royalty for the unauthorized disclosure.85 The
statute also allows for exemplary damages of up to two times the amount that would otherwise
be awarded.86 The statute stipulates, however, that if any claim is made in bad faith, a court may
award attorney’s fees to the opposing party. A court may award attorney’s fees as well if a
motion to terminate an injunction is made or opposed in bad faith or a trade secret is willfully
and maliciously misappropriated.87
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18 U.S.C. § 1836(b)(3)(A).
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iii.

Expansion of Criminal Fines

While the DTSA primarily addresses civil actions, it also amends the criminal fines section
of the Economic Espionage Act. Keeping with the theme of strengthening remedies against
trade-secret misappropriations, the amendment changes the fines from a cap of $5,000,000 to
“the greater of $5,000,000 or 3 times the value of the stolen trade secret to the organization.”88
The “value” includes the cost of research and design, as well as the other costs associated with
reproducing the trade secret.89
VI.

The DTSA Provides New Protections for Employees and Imposes New Obligations
on Employers
a. Protections for Employees
i.

Encouraging Employee Mobility

Those opposing the DTSA voiced concerns about giving employers too much power to
control employees’ ability to work for other employers. During Congressional deliberations over
the DTSA, Senators expressed similar concerns about the ability of individuals to use the Act’s
injunction remedies to prevent employees from moving locations.90 As a response, Congress
added a stipulation to the general injunction rule that a court cannot grant an injunction if it
prevents a person from entering into an employment relationship.91
The only power an employer has with an injunction is to place conditions on the type of work
an employee performs.92 However, the statute mandates that any conditions placed on employees
must be based on evidence of a threat of misappropriation.93 An employer cannot place
conditions on an employee’s future employment based merely on the fact that the employee

88

18 U.S.C. § 1832(1).
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knew of a trade secret.94 The statute further protects employees by ensuring that the injunction
provision does not override any state-law limits that protect employee mobility.95 This is
consistent with the overall goal of the Act to not override, but rather coexist with, state tradesecret law.96
ii.

Avoiding the Inevitable Disclosure Doctrine

The wording of the statute quells concerns that many had that the DTSA would codify the
“inevitable disclosure” doctrine that has been adopted in some jurisdictions.97 The doctrine,
adopted in Pepsico v. Redmond, allows a court to determine that “a defendant’s new employment
will inevitably lead him to rely on the plaintiff’s trade secrets.”98 A concern was that a court
could then use this authority to order an injunction against an employee to prevent them from
entering into a new employment relationship for merely having knowledge of a trade secret
without any evidence that the employee will disclose the secret.99 This doctrine is highly
controversial and many critics were concerned with how the DTSA would treat it.100 The final
language of the DTSA relieves fears that the Act will perpetuate this doctrine, however, because
it does not allow an injunction preventing an employee from engaging in an employment
relationship.101
iii.

Whistleblower Protection.

The DTSA creates a protection for whistleblowers as well. Under the statute, an individual is
immune from liability for disclosure of a trade secret made in confidence to a government
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official or to an attorney, in order to report or investigate a violation.102 It should be noted that
this provision applies not only to federal, but also state and local trade-secret laws, and
disclosures can be made to federal, state, or local government officials. The whistleblower
exception also applies to disclosures made in a complaint or other document filed in a lawsuit if
the document is under seal.103
If an employee is subject to a retaliatory employment action for whistleblowing, the DTSA
allows them to use trade-secret information in that lawsuit without incurring liability as well. The
employee can disclose trade-secret information to his or her attorney and use that information in
a court proceeding as long as the files are under seal and the individual does not disclose the
trade secret except as pursuant to a court order.104
b. Notice Requirement Obligation for Employers
Perhaps the most important aspect of the DTSA for employers to be aware of is the
requirement that employers provide notice of the above-described immunity provision to their
employees.105 The DTSA does not set forth the notice required; rather, it states only that the
employer “shall provide notice of the immunity set forth in this subsection.”106 The DTSA goes
on to state that the notice must be set forth “in any contract or agreement with an employee that
governs the use of a trade secret or other confidential information.”107 Alternatively, employers
may provide a cross-reference in such contracts or agreements to a policy document provided to
the employee that sets forth the employer’s reporting policy for a suspected violation of law.108

102

18 U.S.C. § 1833(b)(1)(A).
18 U.S.C. § 1833(b)(1)(B).
104
18 U.S.C. § 1833(b)(2).
105
18 U.S.C. § 1833(b)(3)(A).
106
Id.
107
Id.
108
18 U.S.C. §1833(b)(3)(B).
103
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The paragraph below sets forth an example of possible model language, derived from the
statute, which can be used in company agreements and policies to fulfill the notice requirement:
You may not be held criminally or civilly liable under any federal or state
trade secret law for the disclosure of a trade secret that is made (a) in
confidence to a federal, state or local government official, either directly
or indirectly, or to an attorney if such disclosure is made solely for the
purpose of reporting or investigating a suspected violation of law or for
pursuing an anti-retaliation lawsuit; or (b) in a complaint or other
document filed in a lawsuit or other proceeding, if such filing is made
under seal and you do not disclose the trade secret except pursuant to a
court order.
Notably, the DTSA defines “employee” very broadly for purposes of this provision. In
particular, it defines “employee” to include “any individual performing work as a contractor or
consultant for an employer.”109 Accordingly, this notice should be included in any agreements
with employees, consultants, independent contractors and vendors that also contain provisions
designed to protect trade secrets or confidential information.
In determining what constitutes a contract or agreement that addresses trade secrets or
confidential information, employers should consider the following documents:

109

•

Employment agreements

•

Consultant, contractor and vendor agreements.

•

Confidentiality agreements

•

Non-disclosure agreements

•

Non-competes

•

Non-solicits

•

Inventions assignment agreements

•

Independent contractor agreements

•

Employee handbooks

18 U.S.C. §1833(b)(4).
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•

Stock incentive plans

•

Severance agreements

•

Separation agreements

If an employer does not provide an employee with this required notice, the employer can be
precluded from receiving any exemplary damages or attorney’s fees in a suit against an
employee under the Act.110 Other possible consequences may include a government
enforcement action, a civil lawsuit (including a potential class action) for non-compliance, use of
the lack of a notice provision as evidence of retaliatory animus in a whistleblower lawsuit, and
an argument seeking to invalidate the entire agreement.
The notice provision applies to contracts and agreements that are entered into or updated
after the date of enactment of the DTSA: that is, May 11, 2016. 111 Accordingly, employers
should consider instituting this notice promptly. In doing so, employers should consider whether
all of their relevant documents will include this notice, or at least a cross reference to a document
with the company’s whistleblower policy that contains the notice language.112
VII. Court Interpretation of the DTSA
As with all new laws, the courts have begun to develop a body of case law interpreting
and defining the scope of the DTSA.
a. Applicability to Misappropriation that Commenced Before Effective Date.
In Adam Arms, LLC v. Unified Weapons Systems, Inc. Case No. 8:16-cv-1503 (M.D.
Fla. Sept. 27, 2016), the court concluded that even though the defendant acquired the trade
secrets before the effective date, the plaintiff may still pursue a DTSA action against a defendant
who disclosed the trade secrets after the May 1, 2016 effective date.
110

18 U.S.C. § 1833(b)(3)(C).
18 U.S.C. § 1833(b)(3)(D).
112
18 U.S.C. § 1833(b)(3)(B).
111
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Energy & Infrastructure Servs., Inc. v. Irex Contracting Grp., 2017 WL 1105648 (E.D. Pa. Mar.
24, 2017), the court noted that emerging case law relating to the DTSA shows that courts have
regularly held that “the DTSA applies to misappropriations that began prior to the DTSA’s
enactment if the misappropriation continues to occur after the enactment date.” Id. Finally, in
Syntel Sterling Best Shores Mauritius Ltd. v. Trizetto Grp., Inc., 2016 WL 5338550 (S.D.N.Y.
Sept. 23, 2016), the court found that allegations of continued use of trade secrets are sufficient to
constitute continuing misappropriation under the DTSA.
b. Pleading Standard for DTSA Claims.
In Aggreko, LLC v. Barreto, 2017 WL 963170 (D. N.D. Mar. 13, 2017), Chubb Ina
Holdings Inc. v. Chang, 2017 WL499682 (D. N.J. Feb. 7, 2017), and Mission Measurement
Corp. v. Blackbaud, Inc., 2016 WL 6277496 (N.D. Ill Oct. 27, 2016), the courts found that the
pleading standard for a DTSA claim is nominal. The Aggreko court denied a motion to dismiss,
finding that, “all that is required at this stage of the proceedings is an allegation that [the
defendant] misappropriated [the plaintiff’s] trade secrets sufficient to put the defense on notice as
to the nature of the claim.” The Chubb court found that a plaintiff need not “make out specific
allegations as to exactly how [the defendant] used or disclosed [its] trade secrets; there is no
heightened pleading standard for misappropriation . . . [and plaintiffs] are entitled to seek
discovery to support” their allegations setting forth a prima facie claim. In Blackbaud,the court
found that, “[a]t the pleading stage, plaintiffs need only describe the information and efforts to
maintain the confidentiality of the information in general terms.” The Blackbaud court went on
to find that “[the defendants’] insistence that Plaintiff allege its trade secrets with “particularity”
is not supported by the case law or the federal pleadings standards.”
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c. Public Policy Considerations Behind DTSA Support Injunctive Relief.
In Earthbound Corporation v. MiTek USA, Inc., Case No. C16-1150 (W.D. Wash. Aug.
19. 2016), the court found that the language of the DTSA supported entry of an injunction on
public policy grounds, noting that “[it] agrees that a TRO in this matter would be in the public
interest. The [DTSA’s establishment of] criminal penalties for misappropriation of trade secrets
demonstrates Congress’s belief that such conduct is harmful not only to the individual or entity
whose secrets are purloined, but also to the public.” Id.
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I.

INTRODUCTION

In Matal v. Tam,1 the Supreme Court held that a portion
of Section 2(a) of the Lanham Act,2 prohibiting the federal registration of potentially disparaging trademarks and service
marks violated the Free Speech Clause of the First Amendment. The eight justices participating in the case agreed the
prohibition constituted a viewpoint-based government restriction, but they divided evenly on the constitutional significance of that consideration. Whatever the resolution of that division ultimately may be, though, the outcome of the litigation
is unlikely to affect the validity of most—but not necessarily
all—of the Lanham Act’s other prohibitions on registration.
II.

HISTORICAL INTERPRETATIONS OF SECTION 2(a) OF THE LANHAM ACT

Section 2(a) bars the registration of several categories
of marks, including those “consisting or comprising immoral . . . or scandalous matter, or . . . which may disparage . . . persons, living or dead, institutions, beliefs, or national
*
Partner, Kilpatrick Townsend & Stockton LLP, Atlanta, Georgia; adjunct professor, Emory University School of Law; member, Georgia, New
York, and District of Columbia bars.
In the interest of full disclosure, the author notes his participation in
Matal v. Tam, 137 S. Ct. 1744 (2017), as co-counsel for amicus curiae the
American Bar Association in support of neither party.
1
137 S. Ct. 1744 (2017).
2
15 U.S.C. § 1052(a) (2012).
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2
symbols, or bring them into contempt, or disrepute.”3 This language has two distinct prongs, namely, whether a mark is “immoral or scandalous,” and whether a mark “may disparage”;
only the latter prohibition was at stake in Tam. The two bans
are closely related, and it is possible for a mark to be rejected
under both.4 In addition, in a challenge to an existing registration under these prongs of Section 2(a), the challenger must
demonstrate the registration “was obtained” in violation of the
statute,5 meaning that the challenger’s showing must focus on
whether the mark in question was scandalous, immoral, or potentially disparaging on the date it was registered, rather than
when the merits of the challenge are decided.
Nevertheless, there are significant differences in how
the USPTO and courts traditionally have interpreted these two
prongs of Section 2(a). One is that, although the challenger to
the registrability of a mark under the first prong must demonstrate actual immorality or scandal to prevail, a mere showing
of potential disparagement will suffice under the second prong.
Another is how offense under the two prongs is measured:
(1) where scandal and immorality are concerned, whether the
mark consists of or comprises scandalous matter must be de3

Id.
The ban on the registration of immoral and scandalous marks was first
enacted as Section 2(a) of the Trademark Act of 1905, Pub. L. No. 489, 33
Stat. 724 (1905), and congressional disapproval of potentially disparaging
marks became a part of federal law in 1946 as part of the federal Lanham
Act. As this provenance suggests, litigation concerning the registrability of
immoral, scandalous, and potentially disparaging marks under Section 2(a)
is not a recent development in trademark jurisprudence. See, e.g., Doughboy
Indus. v. Reese Chem. Co., 88 U.S.P.Q. 227 (Exam’r in Chief 1951)
(DOUGH-BOY mark potentially disparaging of World War I soldiers when
used in connection with preparation for the prevention of venereal disease);
Ex parte Martha Maid Mfg. Co., 37 U.S.P.Q. 156 (Comm’r Pats. 1938)
(QUEEN MARY mark scandalous when used in connection with women’s
undergarments).
Although Section 2(a)’s prohibitions apply to the USPTO’s Principal
Register and Supplemental Register alike, all references in this paper to
registrations are to those on the USPTO’s Principal Register.
4
See, e.g., Boston Red Sox Baseball Club LP v. Sherman, 88
U.S.P.Q.2d 1581 (T.T.A.B. 2008) (refusing registration to SEX ROD mark
for clothing).
5
See 15 U.S.C. § 1064(3) (“A petition to cancel a registration of a
mark . . . may . . . be filed . . . [a]t any time if the . . . registration was obtained . . . contrary to the provisions of . . . [Section 2(a)] . . . .” (emphasis
added).
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termined from the standpoint of a substantial composite of the
general public (although not necessarily a majority);6 but (2) if
the mark’s meaning is found to refer to identifiable persons,
institutions, beliefs or national symbols, whether that meaning
may be disparaging to a substantial composite of the referenced
group.7 A mark therefore may be unregistrable under the “may
disparage” prong of Section 2(a), even if the general public (as
opposed to the referenced group) does not find it offensive.
Additional inconsistencies in the case law arise from
the lack of a definitive rule governing the relationship between
the mark at issue and the goods and services associated with it.
One line of reported opinions makes clear some marks are inherently unregistrable under Section 2(a), regardless of the
goods or services associated with them. For example, several
applicants have in the past applied to register BULLSHIT as a
mark, and the Office has viewed their applications with hostility. Thus, in In re Tinseltown, Inc.,8 the fact that the applicant’s
goods were inoffensive “accessories of a personal nature, and
wearing apparel, namely: attaché cases, handbags, purses,
belts, and wallets” did not play a material role in the Board’s
determination the mark was unregistrable. Likewise, another
BULLSHIT mark failed to make the grade in In re Red Bull
GmbH,9 even though the applicant’s nonalcoholic beverages
were unobjectionable.
Marks also can be unregistrable per se as potentially
disparaging. Such was the outcome in In re Squaw Valley Dev.
Co.,10 in which the Board rejected an application to register the
SQUAW mark for clothing items because:
[T]he evidence offered by the examining attorney reflects that a substantial composite of Native Americans would consider the term
SQUAW, when its meaning is a Native American woman or wife, to be disparaging regardless
of context, including in connection with applicant’s identified goods and services . . . . The
6

See, e.g., In re Boulevard Entm’t, 334 F.3d 1336, 1340 (Fed. Cir.
2003).
7
See, e.g., In re Geller, 751 F.3d 1355, 1358 (Fed. Cir. 2014).
8
212 U.S.P.Q. 863 (T.T.A.B. 1981).
9
78 U.S.P.Q.2d 1375 (T.T.A.B. 2006).
10
80 U.S.P.Q.2d 1264 (T.T.A.B. 2006).
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evidence shows that this term, when it means a
Native American woman or wife, is generally
offensive to Native Americans, no matter what
the goods or services with which the mark is
used.11
Similarly, the following mark was found to disparage
the Greyhound Corporation despite the innocuous clothing
items associated with it:12

Instead, the applicant’s goods came into play only to the extent
that they suggested anyone might be exposed to them.13
In contrast, a different line of reported opinions does
take into account the nature of the mark owner’s goods and
services, often to the detriment of mark owners, and these opinions played a significant role in Tam. For example, in the oldest reported opinion on the registrability of immoral and scandalous marks, Ex parte Martha Maid Mfg. Co.,14 the Commissioner confronted an application to register the QUEEN
MARY mark for “various items of women’s underwear.” Although the opinion is cursory, there was apparently no argument
by the Office that the mark was inherently offensive; rather,
according to the examiner, “[t]he refusal to register is based on
the ground that the application of the name of the Dowager
Queen of England as a trade mark to the goods involved constitutes scandalous matter.”15 Although the statute does not mandate the methodology of comparing the mark to the associated
goods and services, the Commissioner agreed, and the application failed.
An even more dramatic example of this methodology in
action appears in In re Riverbank Canning Co.,16 which arose
11

Id. at 1277.
See Greyhound Corp. v. Both Worlds Inc., 6 U.S.P.Q.2d 1635
(T.T.A.B. 1988).
13
Id. at 1639.
14
37 U.S.P.Q. 156 (Comm’r Pats. 1938).
15
Quoted in id. at 156 (emphasis added).
16
95 F.2d 327 (C.C.P.A. 1938).
12
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from an application to register the MADONNA mark for wine.
As had the Commissioner in Martha Maid, the court did not
consider the applied-for mark offensive per se. Indeed, quite
the contrary:
Of course, the word “Madonna” is not per se
scandalous. . . .
....
The Virgin Mary stands as the highest
example of the purity of womanhood, and the
entire Christian world pays homage to her as
such. Her representation in great paintings and
sculpture arouses the religious sentiments of all
Christians.17
Nevertheless, the court observed, “[i]t is . . . obvious that, in
determining whether a mark ‘consists of or comprises ... scandalous matter,’ consideration ordinarily must be given to the
goods upon which the mark is used.”18 And, in the court’s
opinion, wine rendered an otherwise inoffensive mark unregistrable, despite frequent references to that beverage in the Bible:
We can readily understand that many
who are accustomed to the use of wine as a beverage, remembering the use of it as a beverage
in Biblical times, would not be shocked at the
use of the word ‘Madonna’ or a representation
of the Virgin Mary as a trade-mark upon wine
used for beverage purposes; but we also believe
that there are many wine users who, knowing
that the excessive use of wine is a great evil and
not uncommon, would be shocked by such use
of said mark upon wine, especially in view of
the fact that such mark would probably be displayed, among other places, in barrooms.
In our opinion to commercialize the
name of, or a representation of, the Virgin Mary
as a trade-mark is of very doubtful propriety,
and we feel certain that its use upon wine for
beverage purposes would be shocking to the
sense of propriety of nearly all who do not use
wine as a beverage, and also to many who do so
17
18

Id. at 328, 329.
Id. at 328.
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use it; therefore, we think such use of the word
‘Madonna’ would be scandalous and its registration prohibited under said trade-mark act.19
The USPTO has long applied the same methodology in
cases applying Section 2(a)’s prohibition on the registration of
potentially disparaging marks. For example, in In re Reemtsma
Cigarettenfabriken,20 the Board affirmed the Office’s refusal to
register the otherwise innocuous SENUSSI mark based on the
goods sold under it, namely, cigarettes. As the Board explained, “‘SENUSSI’ is the name of a Moslem sect whose followers and adherents are in many lands. The tenets of this religious sect forbid the use of cigarettes.”21 The mark therefore
was unregistrable under the principle that “[t]he application of
the name of any religious order or sect to a product whose use
is forbidden to the followers or adherents of such sect or order
is an affront to such persons and tends to disparage their beliefs.”22
Similarly, in In re Lebanese Arak Corp.,23 the applicant
sought to register KHORAN as a trademark. Although the
mark was unobjectionable in and of itself, the wine to be sold
under it disposed of the application. To begin with, the Board
found, “KHORAN gives the commercial impression that it is
the word Koran, and that the public (other than Armenian
speakers) in general, and Muslim Americans in particular,
would regard the mark as referring to the holy text of Islam.”24
Moreover, “[t]he record is replete with evidence that alcohol,
including wine, is prohibited by the tenets of Islam.”25
III.

THE SUPREME COURT OPINION

Tam arose from the USPTO’s rejection of an application to register the mark THE SLANTS for entertainment services because the mark potentially disparaged AsianAmericans despite the membership of the applicant, Simon
Tam, in that group. In an appeal from that action, the full Federal Circuit invalidated Section 2(a)’s “may disparage” prohibi19

Id. at 329.
122 U.S.P.Q. 339 (T.T.A.B. 1959).
21
Id. at 339.
22
Id.
23
94 U.S.P.Q.2d 1215 (T.T.A.B. 2010).
24
Id. at 1219.
25
Id. at 1221.
20
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tion as fatally inconsistent with the First Amendment.26 Despite
the absence of a circuit split, the Supreme Court agreed to answer the following question: “Whether the disparagement provision in [Section 2(a)] is facially invalid under the Free
Speech Clause of the First Amendment.”27
The Court affirmed. As an initial matter, the Court
unanimously rejected Tam’s argument that Section 2(a)’s reference to “persons” did not apply to racial and ethnic groups,
noting such a reading would be inconsistent with the rest of the
clause, which also applies to “institutions” and “beliefs,” and
would lead to absurd results.28 The Court’s opinion also confirmed several basic propositions of trademark law, including
that (1) a determination of mark unregistrability does not restrict the mark owner’s right to use the mark in commerce; and
(2) such a determination also does not mean the mark at issue
is ineligible for registration on the USPTO’s Principal Register
does not necessarily render that mark invalid and unprotectable; but also that (3) owners of marks registered on the Principal Register enjoy certain substantive and procedural advantages in litigation to protect their marks that are unavailable
to the owners of unregistered marks.29
The Court then addressed whether the decision to register a particular mark constitutes government speech immune
from First Amendment scrutiny. The Court unanimously held it
does not, calling the argument “far-fetched.”30 In doing so, the
Court distinguished its earlier opinion in Walker v. Texas Division, Sons of Confederate Veterans, Inc.,31 in which it had classified messages on specialty license plates as government
speech. The Court determined that none of the elements present
in Walker—the states’ long-standing practice of using license
plates to convey messages, the public’s identification of license
plates with states, and the states’ direct control over the messages conveyed on specialty plates—was present in Tam.32
26

See In re Tam, 808 F.3d 1321 (Fed. Cir. 2015) (en banc), as
corrected (Feb. 11, 2016), aff’d sub nom. Matal v. Tam, 137 S. Ct. 1744
(2017).
27
Brief for the Petitioner at i, Matal v. Tam, 137 S. Ct. 1744 (2017).
28
Tam, 137 S. Ct. at 1756 n.4.
29
Id. at 1752-53.
30
Id. at 1758.
31
135 S. Ct. 2239 (2015).
32
Tam, 137 S. Ct. at 1760.
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Just as all Justices agreed on these points and that the
statutory language at issue therefore was subject to First
Amendment scrutiny, they were also unanimous that the portion of Section 2(a) at issue was not viewpoint-neutral, even if
it evenhandedly prohibited the potential disparagement of all
groups. To Justices Kennedy, Ginsberg, Sotomayor, and Kagan, the lack of viewpoint neutrality meant the prohibition on
registration necessarily invoked “heightened scrutiny.”33 They
would have held the prohibition invalid without additional
analysis, despite the commercial nature of trademarks: “Unlike
content based discrimination, discrimination based on viewpoint, including a regulation that targets speech for its offensiveness, remains of serious concern in the commercial context.”34
In contrast, Justice Alito, joined by Chief Justice Roberts and Justices Thomas and Breyer addressed “the Government’s argument that this case is governed by cases in which
this Court has upheld the constitutionality of government programs that subsidized speech expressing a particular viewpoint.”35 Alito’s opinion rejected the assertion that government
programs subsidizing speech expressing a particular viewpoint
are necessarily constitutional. Alito distinguished prior case
law from the Court suggesting otherwise, noting that “the decisions on which the Government relies all involved cash subsidies or their equivalent,” id., while the subsidy the government
claimed in this case was the non-monetary benefit of trademark
registration. Alito also rejected the government’s attempt to
create a “government program” doctrine under which to analyze the disparagement clause, concluding, similar to Kennedy,
the issue to be a simple matter: Viewpoint-based discrimination
is impermissible.36
Finally, Alito considered whether trademarks are commercial speech, and thus if restrictions on their registrability
should receive a lower level of scrutiny under the traditional
test for constitutionality set forth in Central Hudson Gas &
Electric Corp. v. Public Service Comm’n of New York.37 Nev33

Tam, 137 S. Ct. at 1767 (Kennedy, J., concurring in part and concurring in the judgment).
34
Id. at 1766.
35
Id. at 1760 (opinion of Alito, J.).
36
Id. at 1763.
37
447 U.S. 557 (1980).
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ertheless, Alito’s opinion did not decide whether trademarks
qualified for that treatment, determining only that, if so, the
potential disparagement clause could not withstand even Central Hudson review, which requires that a restriction on commercial speech serve “a substantial interest” and be “narrowly
drawn.”38 Alito concluded the disparagement clause was neither, writing that any intention to prevent offense “strikes at the
heart of the First Amendment” and that, in any event, the statutory language could not be “narrowly drawn” to exclude from
registration marks that support “invidious discrimination.”39
Significantly, however, Alito and the three Justices joining his
opinion expressly left open “the question whether Central
Hudson provides the appropriate test for deciding free speech
challenges to provisions of the Lanham Act.”40 Consequently,
not a single Justice fully committed himself or herself to Central Hudson’s viability in this context.
IV.

POTENTIAL IMPACT OF THE OPINION

The most immediate effect of the Supreme Court’s
holding will be on a different trademark dispute currently
pending before the Fourth Circuit. In Pro-Football, Inc. v.
Blackhorse,41 the Eastern District of Virginia concluded that
six service marks owned by the parent company of the Washington Redskins football franchise42 potentially disparaged Native Americans and that the registrations covering the marks
therefore were void under Section 2(a). Because that opinion
38

Id. at 1764.
Id. at 1764-65.
40
Id. at 1764 n.17.
41
112 F. Supp. 3d 439 (E.D. Va. 2015), cert. denied, 137 S. Ct. 44
(2016).
42
The registrations in question were: (1) Reg. No. 0836122 of THE
REDSKINS (stylized) for “entertainment services—namely, football exhibitions rendered live in stadia and through the media of radio and television
broadcasts”; (2) Reg. No. 0978824 of WASHINGTON REDSKINS for
“entertainment services—namely, presentations of professional football
contests”; (3) Reg. No. 0986668 of WASHINGTON REDSKINS (stylized
and with design) for “entertainment services—namely, presentations of professional football contests”; (4) Reg. No. 0987127 of THE REDSKINS
(stylized and with design) for “entertainment services—namely, presentations of professional football contests”; (5) Reg. No. 1085092 of REDSKINS for “entertainment services—namely, presentations of professional
football contests”; and (6) Reg. No. 1606810 of REDSKINETTES for “entertainment services, namely, cheerleaders who perform dance routines at
professional football games.”
39

US2008 13294520 2

Chapter 10
10 of 13

10
rested on many of the same arguments advanced by the government in Tam, its ability to survive appellate scrutiny is
doubtful, and, indeed, the government has conceded in a postTam letter brief to the Fourth Circuit that:
The Supreme Court’s decision in Matal
v. Tam, No. 15-1293 (U.S. June 19, 2017), controls the disposition of this case. Consistent with
Tam, the Court should reverse the judgment of
the district court and remand the case with instructions to enter judgment in favor of ProFootball.43
Tam’s significance to the other prohibitions on registration set forth in the Lanham Act is likely to turn on whether
those prohibitions are viewpoint-discriminatory or merely content-discriminatory. Content-based discrimination occurs when
the government attempts to censor all speech about a certain
topic, no matter what that speech is saying about the topic.
Viewpoint-based discrimination is a subset of content-based
discrimination and occurs when the government attempts to
censor certain opinions about a topic. “Viewpoint discrimination is thus an egregious form of content discrimination. The
government must abstain from regulating speech when the specific motivating ideology or the opinion or perspective of the
speaker is the rationale for the restriction.”44
Justice Alito’s and Justice Kennedy’s rationales for
treating Section 2(a)’s prohibition on the registration of potentially disparaging marks as a viewpoint-based regulation were
not entirely clear. Nevertheless, both appear to have been
swayed by the distinction between the registrability of a positive reference to a particular group, on the one hand, and the
unregistrability of a negative reference to the same group.
Thus, for example, Justice Alito noted that “[t]he clause reaches any trademark that disparages any person, group, or institution. It applies to trademarks like the following: ‘Down with
racists,’ ‘Down with sexists,’ ‘Down with homophobes.’ . . .
[I]t is a happy-talk clause.”45 Likewise, Justice Kennedy noted
that “an applicant may register a positive or benign mark but
43

Brief for the United States at 1, Pro-Football, Inc. v. Blackhorse, No.
15-1874 (4th Cir. June 28, 2017).
44
Rosenberger v. Rector & Visitors of Univ. of Va., 515 U.S. 819, 829
(1995).
45
Tam, 137 S. Ct. at 1765 (opinion of Alito, J.).
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not a derogatory one. The law thus reflects the Government’s
disapproval of a subset of messages it finds offensive. This is
the essence of viewpoint discrimination.”46
For the most part, this distinction does not underlie other prohibitions on registration in the Lanham Act. Specifically,
although Sections 2, 13, and 14 of the Act identify myriad
grounds on which a mark can be found unregistrable, most are
viewpoint neutral, even if they might be considered content
neutral: To give but one example, Section 2(e)(5)47 bars the
registration of functional material, without regard to context or
to the intent of an applicant seeking to register it. Consequently, Tam is unlikely to threaten the viability of it and other subsections of Section 2 like it.
Nevertheless, the distinction underlying Justice Kennedy’s and Justice Alito’s opinions could affect the constitutionality of Section 2(a)’s parallel prohibition on the registration of
immoral and scandalous marks. In a post-Tam letter brief in a
different appeal pending before the Federal Circuit, the government has contested the theory that the Supreme Court’s
opinion mandates the invalidation of that prong of Section 2(a)
as well. In particular, the government has argued that the ban
on immoral and scandalous marks is merely content-neutral
and not viewpoint-neutral: “[U]nlike the disparagement provision, the scandalous-marks provision does not inherently favor
one perspective on an issue by requiring “happy-talk,” or
“mandat[ed] positivity.”48
The accuracy of that averment, however, is open to debate. As set forth above in greater detail, applications of the
other prong of Section 2(a) can lead to otherwise unobjectionable marks being found unregistrable based on the context in
which they are used. Indeed, and although outcomes such as
these are relatively rare, the nature of an applicant’s goods or
services can result in a disputed mark becoming more, rather
than less, registrable. Thus, for example, in In re Hepperle,49
46

Id. at 1766 (Kennedy, J., concurring in part and concurring in the
judgment).
47
15 U.S.C. § 1052(e)(5) (2012).
48
Brief for the United States at 8, In re Brunetti, No. 2015-1109 (Fed.
Cir. July 20, 2017) (quoting Tam, 137 S. Ct. at 1765 (opinion of Alito, J.);
id. at 1766 (Kennedy, J., concurring in part and concurring in the judgment).
49
175 U.S.P.Q. 512 (T.T.A.B. 1972),
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an examiner refused registration to the ACAPULCO GOLD
mark based on the popular usage of that term for marijuana.
The Board reversed, citing the suntan oil sold under the mark:
The goods in this case is [sic] suntan lotion, and,
in our opinion, to the average purchaser of suntan lotion in the normal marketing milieu for
such goods, the term “ACAPULCO GOLD”
would suggest the resort city of Acapulco noted
for its sunshine and other climatic attributes rather than marijuana. Under such circumstances,
“ACAPULCO GOLD” does not fall within the
prohibition of Section 2(a).50
It is thus apparent that the immoral and scandalous prong of
Section 2(a) shares some “happy talk” characteristics with its
potential disparagement counterpart.
A second potentially promising candidate for those
seeking to use Tam in challenges to other sections of the Lanham Act therefore is the tort of likely dilution by tarnishment
found in Section 43(c).51 That tort allows the owner of a famous mark to challenge the use and registration of a junior user’s mark in a context in which the latter mark reflects poorly
on the plaintiff’s mark. Thus, for example, in V Secret Catalogue, Inc. v. Moseley,52 the Sixth Circuit affirmed a finding of
likely dilution after Victoria’s Secret successfully demonstrated
the defendants had used the VICTOR’S LITTLE SECRET in
connection with an adult novelty store. Because such an application of Section 43(c) appears to rest on the same benign/derogatory distinction as that underlying the outcome in
Tam, distinguishing Tam ultimately may prove a difficult task
where dilution by tarnishment claims are concerned.
V.

CONCLUSION

Tam marks only the second time in the history of the
republic the Supreme Court has invalidated a federal intellectual property statute. On the first such occasion, the Court’s opinion in United States v. Steffens (The Trademark Cases),53 the
consequences were clear: Mark owners lacked protection under
50

Id. at 512.
15 U.S.C. § 1125(c) (2012).
52
605 F.3d 382 (6th Cir. 2010).
53
100 U.S. 82 (1879).
51
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federal law until passage of the Trademark Act of 190554 twenty-six years later. Tam is unlikely to have a similarly dramatic
effect, but the exact parameters of the opinion remain to be
seen.

54

Pub. L. No. 489, 33 Stat. 724 (1905).
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In May, the Supreme Court issued its long awaited decision on patent venue and
substantially limited patent venue from how it had been interpreted by the Federal Circuit for the
past 27 years. TC Heartland LLC v. Kraft Foods Group Brands LLC, ___ U.S. ___, 137 S. Ct.
1514 (2017). This paper will review the Supreme Court’s decision, how trial courts have been
applying it, and some issues that remain open. We will begin by reviewing how this issue
developed over several years and how The Supreme Court resolved it.
I.

The Venue Statutes and The Federal Circuit’s Prior Interpretations of Them.
The patent venue statute, 28 U.S.C. § 1400(b), is fairly circumscribed; it states that an

“action for patent infringement may be brought in the judicial district where the defendant
resides, or where the defendant has committed acts of infringement and has a regular and
established place of business.” The general venue statute, 28 U.S.C. § 1391, has broader venue
provisions. It states that a civil action may be brought in any district in which a defendant
resides, if all defendants are residents of the State in which the district is located, and that if there
is no district in which an action may otherwise be brought, venue is proper in any district in
which any defendant is subject to the court’s personal jurisdiction. 28 U.S.C. §
1391(b)(1),(b)(3). Moreover, Section 1391 defines the residence of corporate defendants
broadly, to be coextensive with personal jurisdiction:
[A]n entity with the capacity to sue and be sued in its common name under applicable law,
whether or not incorporated, shall be deemed to reside, if a defendant, in any judicial district
in which such defendant is subject to court personal jurisdiction with respect to the civil
action in question ….”.

1
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28 U.S.C. § 1391(c)(2). Sixty years ago, interpreting § 1400(b) and an earlier version of
§ 1391, 1 the Supreme Court held that the specific patent venue statute was independent of the
general venue statute, and that it was improper to supplement the patent venue statute with the
subsection of the general statute for corporations. Fourco Glass Co. v. Transmirra Products
Corp., 353 U.S. 222, 228-29 (1957). The Court held that it was clear that §1391(c) was a general
corporation venue statute and §1400(b) was a special venue statute for patent infringement
actions, and noted that specific terms prevail over general terms in the same or another statute
which otherwise might be controlling. Id. (citing Ginsberg & Sons v. Popkin, 285 U.S. 204, 208
(1932); Stonite Products Co. v. Melvin Lloyd Co., 315 U.S. 561, 567 (1942)). The Court also
held that, for a corporate defendant, where it “resides” “means the state of incorporation only.”
Id. at 226. See also Brunette Mach. Works, Ltd. v. Kockum Indus., Inc., 406 U.S. 706, 707 n.2
(1972) (noting “the residence of a corporation for purposes of § 1400(b) is its place of
incorporation”); Shaw v. Quincy Mining Co., 145 U.S. 444, 450 (1892).
In 1988, however, Congress amended § 1391(c) to state: “For purposes of venue under
this chapter, a defendant … corporation shall be deemed to reside in any judicial district in which
it is subject to personal jurisdiction at the time the action is commenced.” (Emphasis supplied.)
The referenced “chapter” was chapter 87, which included § 1400. In VE Holding Corp. v.
Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990), the Federal Circuit considered the
effect of those amendments on patent venue. VE Holding filed two patent infringement actions
against defendant Johnson Gas Appliance Co. in the Northern District of California. The district

1
The earlier version of Section 1391(c) at issue in Fourco provided that “[a] corporation may be sued in
any judicial district in which it is incorporated or licensed to do business or is doing business, and such
judicial district shall be regarded as the [corporation’s] residence.” Fourco Glass Co. v. Transmirra
Products Corp., 353 U.S. 222, 223 (1957).

2
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court granted Johnson’s moved to dismiss for improper venue, on the basis that it was an Iowa
corporation with no regular and established place of business in the forum district. The court
rejected VE Holding’s argument that the 1988 amendment to § 1391(c) redefined the word
“reside” as it was used in § 1400(b).
The Federal Circuit reversed the district court. While noting that in Fourco and Stonite
the Supreme Court had held that § 1400 or its predecessor was independent and should not be
modified by the general venue statute, the court held the 1988 amendments to § 1391 changed
the calculus. Specifically, the “under this chapter” addition to § 1391 meant that general venue
section applied to all of chapter 87, including § 1400. Id. at 1578. Thus, the court held, the
“venue in a patent infringement case includes any district where there would be personal
jurisdiction over the corporate defendant at the time the action is commenced.” Id. at 1583. The
court acknowledged there was a “lack of express legislative history indicating that the 1988
amendment … was intended to change the scope of venue in patent cases,” and that this fact,
combined with the prior Supreme Court precedents “arguably indicated that section 1400(b) was
meant to stand on its own as the exclusive venue statute for patent infringement suits.” The court
found, though, that the “under this chapter” amendatory language was “classic language of
incorporation” and that this language was clear and unambiguous. Id. at 1579.
VE Holding substantially broadened patent venue. “In effect, the Federal Circuit
collapsed the test for personal jurisdiction and venue, rendering § 1400 a nullity.” Committee on
the Judiciary, H.R. Rep. No. 114-235, at 34 (2015). This decision doubtless played a role in the
focusing of patent litigation in the Eastern District of Texas. Reportedly, in the decade before
the 1988 amendments to § 1391, there were a total of two patent suits filed in the Eastern District
and, in 2015, almost half (44%) of the patent cases filed in all 93 districts in the country were
3
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filed in the Eastern District. Coincidentally, PwC’s Annual Patent Litigation Study consistently
ranks the Eastern District of Texas as the first or second most favorable venue for patentees.
In 2011, Congress further amended the general venue statute, § 1391, to change “[f]or
purposes of venue under this chapter” to state it is applicable “[e]xcept as otherwise provided by
law.” But subpart (a)(1) states that “this section shall govern the venue of all civil actions
brought in [U.S.] district courts ….” In 2016, the Federal Circuit again considered the interplay
between Sections 1391 and 1400 in light of these amendments. Kraft Foods Group sued TC
Heartland, LLC, organized and headquartered in Indiana, in Delaware District Court. TC
Heartland moved to dismiss or transfer the case for improper venue. Citing Fourco, TC
Heartland argued that it did not reside in Delaware under § 1400 and had no regular and
established place of business there. Relying on VE Holding, the trial court denied the motion and
TC Heartland petitioned the Federal Circuit for mandamus.
The Federal Circuit denied the mandamus petition. In re TC Heartland LLC, 821 F.3d
1338, 1339 (Fed. Cir. 2016). The court deemed the 2011 amendments to § 1391 “minor,” and
declined to change its ruling in VE Holding. Id. at 1341-42. The definition of ‘resides’
from § 1391 would continue to apply to § 1400, and the ‘anywhere the defendant is subject to
jurisdiction’ standard of venue would remain in place. Id. In December, 2016, the Supreme
Court granted cert.
II.

The Supreme Court’s TC Heartland Decision
In TC Heartland, the Court reversed the Federal Circuit, holding that the 1988 and 2011

amendments did not change the holding of Fourco, for several reasons. First, the Court noted
that twice, first in Stonite and later in Fourco, the Court has ruled that § 1400 or its predecessor
is the “sole and exclusive” venue provision for patent cases and is not to be supplemented by the
4
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general venue statute. “The fact that § 1391(c) by ‘its terms’ embraced ‘all actions’ was not
enough to overcome the fundamental point that Congress designed § 1400(b) to be ‘complete,
independent and alone controlling in its sphere.” Id. at 1519, citing Fourco, 353 U.S. at 228.
Second, the court found, the current version of § 1391 “does not contain any indication that
Congress intended to alter the meaning of § 1400(b) as interpreted in Fourco, as it ordinarily
does in such a situation. Id. 1520. 2 The Court found no significant difference between the
“default rule” in the version of § 1391 at issue in Fourco that it applied “for venue purposes,”
and the “default rule” in the current version that it applies “for all venue purposes.” Id. The
Court rejected the respondent’s argument that “for all venue purposes” means what it says and
not “for all venue purposes except for patent venue, noting that the same argument was made and
rejected in Fourco. Id. “This Court was not persuaded then, and the addition of the word ‘all’ to
the already comprehensive provision does not suggest that Congress intended for us to
reconsider that conclusion.” Id. at 1521. The Court noted this argument is even weaker under
the current version of § 1391 because the current version includes a savings clause stating that it
does not apply when “otherwise provided by law,” and the version considered in Fourco had no
such exception. Id. “In short, this savings clause makes explicit the qualification this Court
previously found implicit in the statute.” Id. Finally, the Court held, there is no indication that
Congress ratified the Federal Circuit’s decision in VE Holding with the 2011 amendments. To
the contrary, Congress deleted the words “for venue purposes under this chapter,” which the
Court noted the Federal Circuit had relied upon heavily if not exclusively in VE Holding, id., in
determining that the § 1391(c) definition of “resides” applied to § 1400(b). Id. Accordingly, the
2

The Court noted there has been a patent-specific venue statute since 1897. Id. at 1518. The patent
venue statute was recodified as § 1400(b) in 1948, before Fourco, and has not been changed since. Id.
Congress enacted § 1391, defining “residence” for corporate defendants, at the same time. Id. at 1519.
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Court held, “as applied to domestic corporations, ‘residence’ in § 1400(b) refers only to the State
of incorporation” and the Court reversed the Federal Circuit’s judgment and remanded the case.
Id. at 1521.
Thus, an action for patent infringement against a domestic corporation may only be
brought in a district in the defendant’s State of incorporation [see below regarding states with
multiple districts] or in a district where the defendant both (i) has committed acts of infringement
and (ii) has a regular and established place of business. 28 U.S.C. § 1400(b).
III.

Issues Left Unresolved in TC Heartland.
A. What About Venue Over Foreign Corporations?
In TC Heartland, the Court expressly limited its holding to domestic corporations, and

stated it was not expressing any opinion on the Court’s prior holding in Brunette Machine Works,
Ltd. v. Kockum Indus., Inc., 406 U.S. 706 (1972). TC Heartland, 137 S. Ct. at 1521 & n.2. In
Brunette, Kockum Industries, an Alabama corporation doing business in Oregon, had sued
Brunette Machine Works, a Canadian corporation, for infringement of a patent on a machine that
removes bark from logs. The district court granted Brunette’s motion to dismiss the complaint
for lack of venue, finding that § 1400(b) exclusively governed venue in patent infringement
cases and its requirements had not been satisfied. The circuit court reversed the district court,
and the Supreme Court granted cert., finding a split between the circuits.
The Court, addressing the pre-1988 version of § 1391, held that the provision of then
§ 1391(d), which provided that “[a]n alien may be sued in any district,” governed § 1400(b).
The Court stated that the cited provision of § 1391(d) first appeared in the Judicial Code of 1948,
but that “its roots go back to the beginning of the Republic,” noting that the first restrictions on
venue, in the Judiciary Act of 1789, applied only to inhabitants of the United States, and that
6
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suits against aliens could be brought in any district. Id. at 708. The Court further noted that, in
1875, Congress amended the reference to suits “against an inhabitant of the United States” and
replaced it with “suit … against any person.” But, the Court noted, it had previously held the
change was stylistic not substantive, and that Congress did not thereby bring suits against aliens
within the scope of the venue laws. Id. at 709, citing In Re Hohorst, 150 U.S. 653 (1983). The
Court reiterated the rationale given in the Hohorst decision: (i) no contemporary significance
appears to have been attached to the relevant change in language in 1875; and (ii) to hold the
venue statutes applicable to suits against aliens would effectively oust the federal courts of
jurisdiction in most cases, “because the general venue provisions were framed with reference to
the defendant’s place of residence or citizenship, and an alien defendant is by definition a citizen
of no district.” Id. at 709. “The reasoning of Hohorst with respect to suits against aliens
continues to have force today”, the Court ruled. Id. at 710. In the 79 years since Hohorst was
decided, the Court noted, Congress has not given any indication it is dissatisfied with the longstanding judicial review that suits against aliens are outside the scope of all the venue laws. Id.
at 710-11.
The Court noted its decisions in Stonite and Fourco, discussed above, but found that (i)
those cases relied heavily on the legislative history of § 1400(b), and (ii) § 1391(d) is not “an
appendage to the general venue statutes” but, rather, a reflection of the long-standing rule that
suits against alien defendants are outside those statutes. Id. at 713. “Since the general venue
statutes did not reach suits against alien defendants, there is no reason to suppose the new
substitute in patent cases was intended to do so.” Id. The Court found that Congress’
amendments to the venue statutes in 1948 evinced contentment with the existing rule. Id.
Holding that § 1391(d) states a principle of broad and overriding application and is not confined
7
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to cases that would otherwise fall under the general venue statutes, the Court affirmed the court
of appeals’ decision reversing the district court’s dismissal of the case. Id. at 714.
The logic of Brunette appears to apply today, particularly in light of TC Heartland.
Hence, it does not appear that the provisions of §1400(b) apply to foreign corporations.
B. What About Venue Over Corporations That Reside in a Multi-District State?
As noted above, in TC Heartland the Court discussed a corporation’s residence under §
1400(b) as being its state of incorporation. But the Court was dealing with a case in a singledistrict state, Delaware, and the defendant-petitioner did not reside in that state. And Section
1400(b) is district-specific, stating that patent infringement actions may be brought “in the
judicial district where the defendant resides ….” 28 U.S.C. § 1400(b). Section 1391(d) provides
that:
For purposes of venue under this chapter, in a State which has more than one judicial district
and in which a defendant that is a corporation is subject to personal jurisdiction of the time
an action is commenced, such corporation shall be deemed to reside in the district in that
state within which its contacts would be sufficient to subject it to personal jurisdiction if that
district were a separate state, and, if there is no such district, the corporation shall be deemed
to reside in the district within which it has the most significant contacts.
28 U.S.C. § 1391(d). But the analysis of Fourco and TC Heartland, discussed above, that
§1400(b) stands alone and is not to be supplemented by the general venue statute, §1391, and the
Supreme Court’s statement in TC Heartland that this conclusion is strengthened in the current
version of §1391 because of the clause stating it does not apply when “otherwise provided by
law,” appear to apply to this situation as well.
Moreover, in Stonite Products Co. v. Melvin Lloyd Co., 315 U.S. 561 (1942), cited with
approval in Fourco and TC Heartland, the Supreme Court addressed this issue under the
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predecessor statute to § 1400(b) 3 and indicated that a corporate defendant that resides in a multidistrict state is only subject to venue in the district in which its principal place of business is
located.
In Stonite, the plaintiff had filed a patent infringement suit in the Western District of
Pennsylvania against two defendants, including defendant Stonite Products (“Stonite”), which
was “an inhabitant” of the Eastern District of Pennsylvania. Stonite, 315 U.S. at 562–63. While
the Court did not specify what made Stonite an “inhabitant” of the Eastern District of
Pennsylvania, the clear inference from the Court’s brief discussion is that Stonite inhabited the
Eastern District of Pennsylvania because that is where it had its principal place of business, and
that is expressly stated in the lower court record. Melvin Lloyd Co. v. Stonite Prods. Co., 119
F.2d 883, 884 (3d Cir. 1941). 4 Stonite had no regular and established place of business in the
Western District. See id.
The plaintiff in Stonite had relied on the general venue statute, which was later recodified
as § 1391(c)-(d). The specific patent venue statute in place at that time (now codified as
§ 1400(b)) stated that “[i]n suits brought for the infringement of letters patent the district courts
of the United States shall have jurisdiction, in law or in equity, in the district of which the
defendant is an inhabitant, or in any district in which the defendant, whether a person,
partnership, or corporation, shall have committed acts of infringement and have a regular and
established place of business.” In concluding that the general venue statute did not apply in
cases for patent infringement, the Court held that “there is little reason to assume that Congress

3

The statute was 28 U.S.C. § 109, part of Section 48 of the Judicial Code. Stonite, 315 U.S. at 561.
The Circuit Court decision stated that Stonite was served at its principal place of business in the Eastern
District of Pennsylvania. Id.; see also Melvin Lloyd Co. v. Stonite Prods. Co., 36 F. Supp. 29, 29 (W.D.
Pa. 1940) (noting that Stonite was a “resident” of Philadelphia in the Eastern District of Pennsylvania).
4
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intended to authorize suits in districts other than those mentioned in [the predecessor to
§ 1400(b)].” Id. at 566–67 (holding that “Congress did not intend [the specific patent
infringement venue statute] to dovetail with the general provisions relating to the venue of civil
suits, but rather that it alone should control venue in patent infringement proceedings.”). 5
In Fourco, the Supreme Court reiterated the decision in Stonite, and found that the terms
“inhabitant” in the old patent venue statute and “resides” in the amended (current) patent venue
statute were synonyms and that Congress had not meant to change the meaning of the statute
with the new wording. Fourco, 353 U.S. at 226 (citing Shaw v. Quincy Mining Co., 145 U.S.
444 (1892)). No other substantive changes to the language in § 1400(b) were made between
Stonite and Fourco. See Fourco, 353 U.S. at 226. The wording of § 1400 has remained the
same since Fourco. TC Heartland, 137 S. Ct. at 1518.
As discussed above, the general venue statute was recodified after Stonite and § 1391 has
been amended twice since the 1957 decision in Fourco. TC Heartland, 137 S. Ct. 1514 (2017);
Fourco, 353 U.S. at 224–25 (discussing the recodification of the general venue statute since
Stonite). But the Supreme Court in TC Heartland reviewed the amendments to § 1391 and found
that the changes have made it even more clear that Fourco is still good law and that reading
§ 1391 to supplement or compliment § 1400 is improper. See TC Heartland, 137 S. Ct. at 1521. 6

5

The Supreme Court granted cert in Stonite because of a split of authority. The other case was
Motoshaver, Inc. v. Schick Dry Shaver, Inc., 100 F.2d 236 (9th Cir. 1938), which held that the Southern
District of California was “not the place to bring” an action against a defendant that was “a resident of the
Northern District of California” because the defendant was “neither an inhabitant of nor has it a regular
and established place of business in [the Southern District].” Id at 238 (emphasis added).
6
Another case that support the principle that a corporation resides specifically in the district where it is
headquartered is Standard Stoker Co. v. Lower, 46 F.2d 678, 683 (D. Md. 1931) (“It is well settled that,
for the purposes of section 51 of the Judicial Code, ‘citizen,’ ‘inhabitant,’ and ‘resident’ are synonymous
terms, and that therefore a corporation is a resident only of the state of its incorporation, and of the district
(when that state comprises more than one district) of the corporation’s head office.” (emphasis added)
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Thus, the ruling in Stonite appears to apply equally to today’s patent venue statute, § 1400(b), so
that a patent infringement suit against a defendant in a multi-district state should be brought in
the specific district in which the defendant is headquartered. 7
C.
Does TC Heartland Apply to LLC’s or Other Business Entities That are not
Corporations?
In TC Heartland, the defendant-petitioner, TC Heartland, was an LLC. But the Court
noted that, while in briefing the parties had finally pointed out that the petitioner was an LLC,
the complaint alleged the petitioner was a corporation, the petitioner admitted that its answer,
and the petition for cert sought review on the question of “corporate” residence. Thus, the Court
confined its analysis to the proper venue for corporations, stating it was leaving “further
consideration of the issue of petitioner’s legal status to the courts below on remand.” Id. at 1517,
n.1.
At least one court has subsequently held that the TC Heartland analysis applies to LLCs.
In Maxchief Investments Ltd. v. Plastic Development Group, LLC, No. 3:16-cv-63, 2017 WL
3479504 (E.D. Tenn. Aug. 14, 2017), the plaintiff, Maxchief, sued Plastic Development Group
(“PDG”) for infringement relating to a plastic bi-fold table. PDG moved to dismiss the case for

(citing Shaw v. Quincy Mining Co., 145 U.S. 447 (1892); In re Keasbey & Mattison Co., 160 U.S. 221
(1895))).
7

The predecessor to § 1391 that the Court was reviewing in Stonite (28 U.S.C. § 113, Section 52 of the
Judicial Code, had a provision somewhat similar to current § 1391(d); it provided that:
When a State contains more than one district, [and] there are two or more defendants, residing in
different districts of the state, [suit] may be brought in either district, and a duplicate writ may be
issued against the defendants, directed to the marshal of any other district in which any defendant
resides. The clerk issuing the duplicate writ shall indorse thereon that is a true copy of a writ
sued out of the court of the proper district; and such original and duplicate writs, when executed
and returned into the office from which they issue, shall constitute and be proceeded on as one
suit; and upon any judgment or decree rendered therein, execution may be issued, directed to the
marshal of any district in the same State. Stonite. 315 U.S. at 567, n.1.
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improper venue. The court rejected the plaintiff’s argument that TC Heartland does not apply to
unincorporated associations:
Unincorporated associations, such as limited liability companies, are generally treated like
corporations for purposes of venue, whereby the “residence” is the association’s principle
[sic] place of business. Roberts v. Paulin, 07-cv-13207, 2007 WL 3203969, at *2 (E.D.
Mich. Oct. 31, 2007) (citing Denver & Rio Grande, 387 U.S. at 559). Now that the
Supreme Court has reinforced that “residence” for corporate defendants in a patent
infringement case is limited to the state of incorporation, Maxchief is hard-pressed to
present a reason why unincorporated associations should be treated differently. Indeed, the
language of § 1400(b) refers to a “defendant” and is not limited only to corporate
defendants. Moreover, inasmuch as TC Heartland appears to reject the broader personal
jurisdiction basis for residence of corporate defendants in patent cases, it seems contrary to
allow such a basis for unincorporated entities. Accordingly, the Court agrees, in light of TC
Heartland, that venue is not proper in this District per 28 U.S.C. § 1400(b).
Maxchief, 2017 WL 3479504, at *2. The court found that TC Heartland was an intervening (and
“significant”) change in the law, and that, because PDG had asserted a venue defense in its
answer and had not filed a Rule 12 motion (it had filed a motion to transfer under 28 U.S.C. §
1404), PDG had not waived its venue defense. The court transferred the case to the E.D. of
Michigan. Id. at *3–5.
IV.

The Meaning of Having a Regular and Established Place of Business.
Since patent venue is now limited to (a) the district in which the defendant resides or (b)
any district where the defendant has both committed acts of infringement and has a regular and
established place of business, there will be a renewed focus on what it means to have a regular
and established place of business. There is a gap in the case law on that issue because of the
more liberal venue under § 1391 that was practiced between the Federal Circuit’s decision in
1990 in VE Holding and the Supreme Court’s decision in May. This section will look at prior
decisions by the Federal Circuit and other Circuits for guidance, and then look at some district
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court decisions since TC Heartland, including a recent decision by Judge Gilstrap that has
garnered a lot of attention.
A.

The Federal Circuit’s Interpretation of Section 1400(b)

The Federal Circuit construed the “regular and established place of business” prong of
§ 1400(b) in In re Cordis Corp., 769 F.2d 733 (Fed. Cir. 1985). Our research indicates that
Cordis is the only time the Federal Circuit interpreted § 1400(b) and is the most recent circuit
court to do so before the Federal Circuit’s decision in VE Holding that based venue on the more
general venue statute, § 1391.
In Cordis, Medtronic, a Minnesota corporation headquartered in Minnesota, sued Cordis,
a Florida corporation headquartered in Florida, in the Minnesota District Court for infringement
of four patents on pacemakers. Cordis, the defendant, did not own or lease any office or other
property in or have any bank accounts in Minnesota. However, two Cordis employees lived in
Minnesota and worked out of their homes. These two employees maintained offices in their
homes, stored Cordis products ($60,000 worth of products stored by one, $30,000 worth by the
other), literature, and documents at their homes, and completed paperwork and other
administrative tasks in their home offices. Also, Cordis engaged a secretarial service there that,
inter alia, received and mailed Cordis literature, and the two employees’ cards listed the
telephone number answered by the secretarial service (and calls were answered “Cordis
Corporation”), and the Minneapolis telephone directory listed Cordis’ name and number and the
address of the service as Cordis’ address. Id. at 735. In addition to acting as sales
representatives, the two employees acted as technical consultants and attended a significant
number of surgeries in which the Cordis product was implanted, provided post-implant
consultations, and gave presentations to medical personnel regarding technological
13
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developments. Id. Based on these facts, the court found that the trial court did not abuse its
discretion in denying Cordis’s motion to dismiss the complaint for improper venue. Id. at 737.
Cordis’ argument that it did not have “a fixed physical presence in the sense of a formal office or
store;” rather, “the appropriate inquiry is whether the corporate defendant does its business in
that district through a permanent and continuous presence there.” Id. (emphasis added).
B.

Other Circuits’ Interpretations of Section 1400(b).

In Cordis, the Federal Circuit considered two other circuits’ interpretations of § 1400(b),
a Seventh Circuit and a Ninth Circuit decision. First, in University of Illinois Foundation v.
Channel Master, 382 F.2d 514 (7th Cir. 1967), the court affirmed the finding that venue was
improper under § 1400(b) even though the defendant, a New York entity, had an employee
working out of his home as a sales representative dealing with about a dozen distributors in the
district at issue in Illinois. Id. at 516. The court noted, inter alia, that the employee kept no
company records, files or stock at his home office; and all orders were accepted in the
defendant’s New York office, all shipments to customers were made from the home office, and
customer payments were made to that office. Id. The court held, “we cannot by any stretch of
the imagination characterize [the employee’s] family bedroom or even his entire home as ‘a
regular and established place of business’ of Channel Master in the Northern District of Illinois.”
Id.
The Federal Circuit in Cordis distinguished Channel Master on the basis that Cordis’ two
employees had a more substantial presence in the district. “Unlike Cordis' representatives who
continually maintain a stock of its products within the district, the sales representative in
Channel-Master kept no stock or samples of the products.” In re Cordis, 769 F.2d at 737. Thus,
it appears that more must be shown than just having an employee living and working remotely in
14
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the forum district for a defendant to be found to have a regular and established place of business
there.
The second decision the Federal Circuit in Cordis considered is Phillips v. Baker, 121
F.2d 752 (9th Cir. 1941), which considered venue under 28 U.S.C. § 109, the predecessor to
§ 1400(b). In Phillips, the defendant partnership, Modern Precooling Company, with its sole
office in Florida, provided a seasonal pre-cooling operation for grain shippers wherein
defendant’s salespeople would seasonally travel from one region to another soliciting business.
Id. at 754. Once the salespeople had secured a contract, they would convey the apparatus at
issue by truck to the shipper’s premises, and assemble and operate it at the location. They would
then remove the apparatus and depart for another location. Id. Either co-defendant Baker, a
partner in Modern Precooling, or another employee would supervise the operation at each
location, hire the required people, purchase and pay for the required supplies, order and pay for
any needed repairs, collect payment for the services, solicit and enter into further contracts, and
direct the shipment of the apparatus to the next location. Id. Despite all this activity, the Ninth
Circuit affirmed the district court’s ruling that venue was lacking, finding that the supplier’s
location was “merely a temporary ‘place of business,’ and not an ‘established place of business’
where the [defendants] carried on their business ‘regularly.’” Id. at 756.
The Federal Circuit distinguishing the facts of Phillips from those in Cordis, noting that,
unlike the Cordis employees within the forum district, “the company's presence within the
district was merely temporary, and there was no way to contact its representatives except by
communication with the home office in Florida.” In re Cordis, 769 F.2d at 736. But the Federal
Circuit did not disagree with the result in Phillips. Thus, it appears that a temporary presence in
the district will not suffice to constitute a regular and established place of business.
15
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The Fourth Circuit interpreted § 1400 in American Cyanamid v. Nopco Chemical Co.,
388 F.2d 818 (4th Cir. 1968). American Cyanamid sued Nopco for infringement in the Western
District of Virginia. Nopco had no real or personal property, no storage, distribution, or
manufacturing facilities, and no bank account, address or telephone listing in the district. A
salaried employee, Mr. Snook, a regional salesperson responsible for multiple states, lived within
the district. Nopco provided him with an automobile that he used to supervise four road
salesmen. Snook had set aside a corner of his basement as a home office where he kept product
brochures, communications from the home office, and copies of orders and invoices. Salesmen
visited this office infrequently, but the supervisor had never been in it. Nopco did not own or
pay for the house and did not know that the home office existed. Id. at 819-820. The court held
“it cannot be said that the office was Nopco’s” and the court “refused to hold” there existed
within the district a physical location where an employee of the defendant carried on part of his
work. Id. at 820. The court held that the Supreme Court decision in Schnell v. Peter Echrich &
Sons, 365 U.S. 260 (1961) “precludes our construing § 1400(b) so broadly. In Schnell it was
said that the ‘language of the special statute is clear and specific. … For us to enlarge upon the
mandate of the Congress as to venue … would be an intrusion into the legislative field.’” Id.,
citing Schnell, 365 U.S. at 262-263. 8
We have found no Eleventh Circuit case interpreting this prong of § 1400(b), but there is
an older case from the Fifth Circuit, Kay v. J.F.D. Mfg. Co., 261 F.2d 95, 97 (5th Cir. 1958). In

8

See also Grantham v. Challenge-Cook Bros., Inc., 420 F.2d 1182, 1185 (7th Cir. 1969) (no regular and
established place of business though the employee lived and worked in the district, but “was free to live
where he chose so far as [defendant] was concerned”).
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Kay, the court found that venue did not exist under § 1400(b) where the defendant, a New York
corporation with its principal place of business in Brooklyn, provided declaration testimony that
it did not have a regular and established place of business in Georgia. The court considered but
rejected the plaintiff’s argument that a sales agent who worked in Atlanta and was paid by the
defendant on a commission basis constituted the “regular and established place of business”
required under § 1400(b). The evidence showed that the Atlanta-based agent took orders for the
defendant but did not have authority to enter into any agreements for the defendant and did not
carry the defendant’s product in stock; orders accepted by the defendant were filled from outside
the district, payments were made directly to the defendant, and the defendant paid no rent on the
agent’s premises. Id. at 96.
Such older decisions by the Fifth Circuit are binding in the Eleventh Circuit, 9 and the
general rule is that the Federal Circuit applies the law of the regional circuit to procedural
questions and Federal Circuit law to “substantive issues of patent law.” See In re TS Tech USA
Corp., 551 F.3d 1315, 1319 (Fed. Cir. 2008) (citing Storage Tech. Corp. v. Cisco Sys., Inc., 329
F.3d 823, 836 (Fed. Cir. 2003)). Venue questions are procedural; “venue is a matter that goes to
process rather than substantive rights—determining which among various competent courts will
decide the case.” Am. Dredging Co. v. Miller, 510 U.S. 443, 453 (1994). However § 1400(b)
sits in a unique posture. As it is a patent-specific venue statute, and all appeals in patent cases
have gone to the Federal Circuit for almost 30 years and will continue to do so, it is unclear the
extent to which the Federal Circuit will (or should) give credence to older cases from other

9

Fifth Circuit decisions issued before October 1, 1981, are binding in the Eleventh Circuit. Bonner v. City
of Prichard, 661 F.2d 1206, 1209 (11th Cir. 1981) (en banc).
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circuits. At any rate, the Fifth Circuit’s decision in Kay is terse and does not purport to establish
any general guidance.
C. Recent District Court Decisions Interpreting the “Place of Business” Prong.
In InVue Security Products Inc. v. Mobile Tech, Inc., No. 3:15-cv-00610-MOC-DSC
(W.D.N.C. Aug. 21, 2017), the defendant moved to transfer the case for improper venue or
forum non conveniens, and plaintiff objected. The court held that venue was proper in the
district, citing a July 2017 case from the District of South Carolina, 10 and American Cyanamid
Co. v. Nopco Chem. Co., 388 F.2d 818 (4th Cir. 1968) (discussed above). The court found that
the fact that the defendant was registered to do business in North Carolina and has multiple
technicians in the district who assist customers who have purchased the allegedly infringing
product was sufficient to show a regular and established place of business. However, the court
transferred the case in the interest of convenience under 28 U.S.C. § 1406(a).
The most significant district court case since TC Heartland concerning the “regular and
established place of business” prong is Judge Gilstrap’s decision in Raytheon Co. v. Cray Inc.,
No. 2:15-cv-01554-JRG, 2017 WL 2813896 (E.D. Tex. Jun. 29, 2017). Judge Gilstrap’s test for a
regular and established place of business weighs four main factors: physical presence,
defendant’s representations, benefits received, and targeted interactions with the district.
The first factor, physical presence in the district, is to consider the extent to which a
defendant has a physical presence in the district, including but not limited to property, inventory,
equipment, infrastructure, or people. A retail store, warehouse, or other facility in the district,

10

Hand Held Prod., Inc. v. Code Corp., No. CV 2:17-167-RMG, 2017 WL 3085859 (D.S.C. Jul. 18,
2017), finding that a single employee in the district did not make venue proper, especially when defendant
was not licensed to do business in the district (discussed in Appendix).
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the court held, weighs strongly in favor of finding a regular and established place of business, but
the lack of a physical building in a district is not dispositive. Any such finding of physical
presence supports a finding that a defendant has a regular and established place of business in
that district. Id. at *11.
The second factor, defendant’s representations, is to consider the extent to which a
defendant represents, internally or externally, that it has a presence in the district. Whether a
defendant accepts a representative’s office as a place of business of its own, the court found, can
be based upon, inter alia, a defendant permitting advertising regarding a specific location within
the district and if a defendant expects customer inquiries to be directed toward its agent in the
district. If a defendant represents that it has a presence in the district, such representation support
a finding of a regular and established place of business there. Id. at *12.
The third factor, benefits received, is to consider the extent to which a defendant derives
benefits from its presence in the district, including but not limited to sales revenue. Benefits
received in a particular district support a finding of a regular and established place of business,
especially where a defendant has generated significant revenue from such business. Id. at *13.
The fourth factor, targeted interactions with the district, is to consider the extent to which
a defendant interacts in a targeted way with existing or potential customers, consumers, users, or
entities within a district. This inquiry includes, inter alia, localized customer support, ongoing
contractual relationships, targeted marketing efforts, and funds allocated for business
development. These targeted interactions support a finding that a defendant has a regular and
established place of business in a district. Id.
The court held that none of these factors is dispositive; the specific facts of each case
should be considered, and the court should consider the totality of the circumstances analysis.
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Id. at *14. In general, “[c]ourts should endeavor to determine whether a domestic business
enterprise seeks to materially further its commercial goals within a specific district through ways
and means that are ongoing and continuous.” Raytheon, 2017 WL 2813896, at *14.
Judge Gilstrap outlined this 4-factor test to “provide guideposts to point the venue
analysis in a single coherent direction,” i.e. to streamline the jumbled and irreconcilable case law
governing the courts’ considerations in determining whether a business has a regular and
established place of business in a particular district. Id. at 11. The court stated that the fourfactor test would (i) focus the analysis such that parties may address only the relevant facts of the
case and avoid costly and far-flung venue discovery, wherever possible; and (ii) encompass the
flexibility earlier courts found appropriate when interpreting the statutory text in light of diverse
business structures and practices which evolve with advances in technology. Courts should have
a goal of administrative efficiency, so that courts will not have to dive into minute details, or any
excessive and costly venue discovery. Id.
Notably, this listing of four factors by Judge Gilstrap was dictum, never applied to the
facts of that case. Because the parties had not had the benefit of the “guideposts,” and the court
concluded that Cordis alone supported the decision, the court “decline[d] to expressly apply the
factors above in this particular case” but stated it was “satisfied that had it done so, the result
would remain the same.” Raytheon, 2017 WL 2813896 at *10–14, n.13.
On August 28, however, Judge Gilstrap issued another decision on venue and did apply
the four factors. Kranos IP Corp. v. Riddell, Inc., No. 2:17-cv-443-JRG (E.D. Tex. Aug. 28,
2017). Defendant Riddell, Inc. moved to dismiss or to transfer. Riddell is incorporated in
Illinois, and therefore its residency was not a basis for venue. So Judge Gilstrap looked to
whether Riddell had a “regular and established place of business” in the district, following the
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four-factor analysis he developed in Raytheon. Riddell has two sales representatives based in the
Eastern District of Texas who receive and show the allegedly infringing products in the district.
The court determined that these two representatives were a basis for finding that Riddell had a
regular and established place of business, noting that Riddell prides itself on its large sales force
and views its representatives as a point of contact with the districts in which they reside. Riddell
also received benefits in the form of sales revenue from the representatives within the Eastern
District of Texas, and intentionally targeted the district by maintaining showrooms to display
samples and by contacting specific customers in the district. Judge Gilstrap compared the case to
Cordis, in which the defendant also had two sales representatives within the forum district, and
the Federal Circuit determined that venue was proper.
While Judge Gilstrap found that venue was proper in the Eastern District of Texas, he
granted the motion to transfer the case to the Northern District of Illinois because it was a more
convenient forum. Riddell’s relevant documents, witnesses, and other evidence were located in
that district, and there was a currently-pending case in that district between the two parties
involving similar technology.
It is unclear if Judge Gilstrap’s four-part test will be widely adopted. Some members of
the House Judiciary Committee publicly criticized the decision. The Impact of Bad Patents on
American Businesses: Hearing Before the Subcomm. on Courts, Intellectual Property and the
Internet, 115th Cong. (July 13, 2017). The authors foresee significant problems with the test.
For example, adopting it risks departing from the statutory requirement the defendant have a
place of business in the district that is regular and established, what the Federal Circuit in Cordis
referred to as a permanent and continuous presence in the district. Second, while the court

21

Chapter 11
24 of 35

expressed a desire to avoid broad discovery on a preliminary issue such as venue, the wideranging factors appear to invite broad discovery.
V.

How Courts Have Resolved Renewed Venue Motions Since TC Heartland.
In several cases since TC Heartland, defendants who did not initially assert improper

venue or asserted it in an answer but did not file a motion and engaged in pretrial litigation have
now filed motions to assert a venue defense. The district courts have split on the issue. Most
have ruled that the TC Heartland decision did not constitute an intervening change in the law so
as to excuse the prior waiver of a venue defense, despite the liberal venue rule under § 1391
since the Federal Circuit’s decision in VE Holding, on the basis that TC Heartland affirmed the
Supreme Court’s prior ruling in Fourco. A significant minority of cases, including one decision
in the Northern District of Georgia, however, have held that, as a legal, practical, or equitable
matter, TC Heartland did constitute an intervening change in the law so that venue motions that
would have otherwise been waived should be considered. The majority of recent cases trend this
way. A few courts have decided that TC Heartland was not an intervening change of law, but
transferred the case due to other considerations.
In the Northern District of Georgia, Judge Thrash granted a motion to transfer, ruling that
“TC Heartland undoubtedly changed the venue landscape” and that, had the defendant tried to
present its improper venue argument before TC Heartland, “it would have been found to be
totally without merit.” Ironburg Inventions, Ltd. v. Valve Corp., No. 1:15-cv-4219-TWT, 2017
WL 3307657, at *3 (N.D. Ga. Aug. 3, 2017).
A summary of district court decisions on this issue is attached as Appendix A.
So far, efforts to get the Federal Circuit to mandamus a district court to allow the
defendant to assert a new venue defense after TC Heartland have been unsuccessful. In In re
22

Chapter 11
25 of 35

Sea Ray Boats, Inc., No. 2017-124, 2017 WL 2577399, at *1 (Fed. Cir. June 9, 2017), the
Federal Circuit denied the defendants’ petition for mandamus filed two weeks before trial
scheduled in the Eastern District of Virginia, asking that the district court be ordered to transfer
the case or stay trial proceedings to determine if venue is proper after TC Heartland. The court
noted that mandamus is available only in “exceptional” situations to correct a “clear abuse of
discretion or usurpation of power” by a trial court. Id. Judge Newman dissented, noting that
“[w]hen a court is confronted with a change in the law, the judicial role is to comply with the
change. There is little doubt that the Court’s decision in [TC Heartland] was a change in the law
of venue.” Id.
Later, in In re Hughes Network Sys., LLC, No. 2017-130, 2017 WL 3167522 (Fed. Cir.
July 24, 2017), the Federal Circuit rejected a mandamus petition, holding that the Eastern
District of Texas court did not abuse its discretion in refusing to transfer the case to the District
of Maryland. The defendant had initially moved to transfer the case in May 2016, and then
moved to transfer again, after the TC Heartland decision, in June 2017—more than a year
later. The district court had denied the motion because the defendant’s failure to transfer the
case until 16 months after the case was filed, and only two months before trial, weighed heavily
against granting the transfer. The Federal Circuit decided this case “without necessarily agreeing
with the district court’s conclusion that the Supreme Court’s decision in TC Heartland did not
effect a change in the law.” Id. at *1.
VI.

Conclusion
TC Heartland marks a major change in determining venue in patent infringement cases.
Some ancillary questions remain to be decided, but unless Congress modifies the venue statutes,
patent venue will be significantly narrower than it has been over the past 27 years.
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APPENDIX A
District Court Decisions Addressing Whether to Consider Late Venue Motions
After TC Heartland
A. District court cases finding that TC Heartland does not constitute an intervening
change in the law
1. Cobalt Boats, LLC v. Sea Ray Boats, Inc., No. 2:15CV21, 2017 WL 2556679 (E.D. Va.
June 7, 2017)
The court held that the defendant had waived its improper venue defense. TC Heartland
was not an intervening change of law; the defendant here could have raised the same issues the
defendant in TC Heartland did. The defendant had waived its right to challenge venue because,
although it had raised the defense in its answer, it had also litigated for two years in the district
before challenging venue again. (As noted above, the Federal Circuit later rejected a writ of
mandamus.)
2. Fusilamp, LLC v. Littelfuse, Inc., No. 10-20528-CIV, 2017 WL 2671997 (S.D. Fla. June
13, 2017)
The case had been stayed since 2010 pending the outcome of arbitration and the case had
been administratively closed. Thus, the case was not currently pending. However, the court
stated that the decision in TC Heartland “applies retroactively to all pending patent cases,”
indicating that the Southern District of Florida may consider future motions to transfer in other
open cases.
3. Elbit Sys. Land & C4I Ltd. v. Hughes Network Sys., LLC, No. 215CV00037RWSRSP,
2017 WL 2651618, at *18 (E.D. Tex. June 20, 2017)
The court held that TC Heartland was not an intervening change in law. Defendants had
waived their objections to venue.
4. iLife Techs., Inc. v. Nintendo of Am., Inc., No. 3:13-CV-04987, 2017 WL 2778006, at *5
(N.D. Tex. June 27, 2017)
The court held that TC Heartland was not a change in law. Only the Supreme Court can
overrule one of its precedents, and VE Holding did not overrule Fourco. The defendant had
waived its challenge to venue.
5. The Chamberlain Group, Inc. v. Techtronic Industries Co., Ltd., No. 16 C 6097, 2017
WL 3205772 (N.D. Ill. June 28, 2017)
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The court held that the defendants had waived their improper venue defense, because
they had not contested venue until two months before trial was set to begin, and they had pled
twice that venue was proper—including just days before the Supreme Court rendered its decision
in TC Heartland. Further, the court noted, the defendants could have raised their defense earlier.
Pointing out the conflict between Fourco and VE Holding, the court found that, if they had, they
would have been successful as was the defendant in TC Heartland.
6. Raytheon Co. v. Cray Inc., No. 2:15-cv-01554-JRG, 2017 WL 2813896 (E.D. Tex. Jun.
29, 2017)
As discussed above, the court held that venue was proper in the Eastern District of Texas.
The court only briefly noted the TC Heartland decision to explain that the general venue statute
is inapplicable in patent infringement cases. The court did not go into whether the TC Heartland
decision was an “intervening change in the law.” But the court’s failure to address the
“intervening change of law” issue and its reliance upon the decisions in TC Heartland and
Fourco indicates that the court did not find TC Heartland to be an intervening change in the law.
As discussed, in dicta, the court suggested a four-part test for determining venue under §
1400(b).
7. Amax, Inc. v. ACCO Brands Corp., No. CV 16-10695-NMG, 2017 WL 2818986, at *1
(D. Mass. June 29, 2017)
The court denied defendant’s motion to transfer for improper venue. The defendant had
previously moved to transfer venue pursuant to 28 U.S.C. 1404(a), which “operates on the
premises that the plaintiff has properly exercised his venue privilege,” implicitly conceding that
venue was proper. TC Heartland was not an intervening change in law.
8. Infogation Corp. v. HTC Corp., No. 16-CV-01902-H-JLB, 2017 WL 2869717 (S.D. Cal.
July 5, 2017)
Defendants had waived their right to challenge venue by litigating for over a year in the
district before challenging venue. The court agreed with other districts that TC Heartland was
not an intervening change in law.
9. Navico, Inc. v. Garmin Int'l, Inc., No. 2:16-CV-190, 2017 WL 2957882 (E.D. Tex. July
11, 2017)
The court denied the defendant’s motion to transfer for improper venue because the
defendant had waived its improper venue defense. The defendant had admitted at two different
times that venue was proper, and did not object to venue until two months before trial. Also, TC
Heartland was not an intervening change in law.
10. Reebok Int’l LTD., v. TRB Acquisitions LLC, No. 3:16-cv-1618-SI, 2017 WL 3016034
(D. Or. Jul. 14, 2017)
The court found the defendants had waived the improper venue defense, finding that the
defense was “available” to the defendants prior to the TC Heartland decision. The Supreme
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Court granted certiorari in TC Heartland nearly three months before the defendants filed their
answer, the court noted, so they should have known that the venue defense issue was soon to be
addressed by the Supreme Court. Second, the defendants preserved the venue defense in earlier
pleadings, demonstrating that they were aware of the venue defense issue, but later failed to
preserve this defense in their answer. Third, the court held, the defense was available to
defendants since Fourco was decided in 1957, because the Federal Circuit cannot overturn
Supreme Court precedent. Because the defendant in TC Heartland asserted the defense of
improper venue, and ultimately succeeded on that position, the defense was not unavailable prior
to TC Heartland.
11. Koninklijke Philips N.V. v. ASUSTek Computer Inc., No. CV 15-1125-GMS, 2017 WL
3055517 (D. Del. July 19, 2017)
Defendants had waived any challenge to venue because they had been litigating the case
since December 2015, and had voluntarily withdrawn a motion to dismiss for improper venue in
June 2016 following the Federal Circuit’s decision in TC Heartland. The court agreed with other
districts that had held that TC Heartland was not an intervening change in law, as it had merely
reaffirmed the holding of Fourco.
12. Skyhawke Techs., LLC v. DECA Int'l Corp., No. 3:10CV708TSL-RHW, 2017 WL
3132066 (S.D. Miss. July 21, 2017)
The court held that TC Heartland was not an intervening change in the law. The
defendant had waived its improper venue defense because it admitted venue was proper.
13. McRo, Inc. v. Valve Corp., No. 8:13-cv-01874, 2017 WL 3189007 (C.D. Cal. July 24,
2017)
The court held that TC Heartland was not an intervening change in law. The court stated
that the 2011 amendments to section 1391 undermined the Federal Circuit’s decision in VE
Holding, and even though the Supreme Court did not expressly reaffirm Fourco and reject VE
Holding until 2017, there would have been a valid basis for the defendant to challenge venue in
light of prior case law and the 2011 amendments. The defendant had waived its improper venue
defense by filing a motion under Rule 12 without challenging venue.
14. Orthosie Sys. LLC v. Actsoft, Inc., No. 4:16-CV-00873, 2017 WL 3145913 (E.D. Tex.
July 25, 2017)
Defendant waived venue by filing a motion to dismiss under 12(b)(6) but not challenging
venue; TC Heartland was not an intervening change in law.
15. Diem LLC v. Bigcommerce, Inc., No. 6:17-CV-00186, 2017 WL 3187473 (E.D. Tex. July
26, 2017)
The court held that TC Heartland was not an intervening change in law, and defendant
had waived its venue defense by filing a motion under Rule 12(b) without also objecting to
venue.
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16. Mantissa Corp. v. Ondot Sys., Inc., No. 4:15-CV-1133, 2017 WL 3175645 (S.D. Tex.
July 26, 2017)
The court held that the defendant waived its improper venue defense by filing a motion
under Rule 12 without challenging venue. The court held that TC Heartland did not constitute
an intervening change in law, citing other districts that had “with near unanimity” held the same
way.
17. Orthosie Sys., LLC v. Synovia Sols., LLC, No. 4:16-CV-00995, 2017 WL 3244244 (E.D.
Tex. July 31, 2017)
The court held that the defendant had waived its venue defense because it had filed a
motion to dismiss under Rule 12(b)(6) but did not argue that venue was improper. Also, the
defendant did not file a motion to file venue by 21 days after the case management conference as
specified by the court’s scheduling order, and the defendant represented that it did not anticipate
filing any motions to transfer. Allowing a party to admit that venue was proper, and then later
challenge it, would be contrary to the Federal Rules of Civil Procedure. TC Heartland did not
constitute a change in the law, as the Supreme Court was reaffirming its earlier holding in
Fourco.
18. Realtime Data LLC v. Barracuda Networks, Inc., No. 6:17-CV-120 RWS-JDL, 2017 WL
3276386, at *3 (E.D. Tex. July 14, 2017), report and recommendation adopted, No. 6:17CV-120 RWS-JDL, 2017 WL 3267944 (E.D. Tex. Aug. 1, 2017)
The court held that TC Heartland was not an intervening change in law, and the
defendant had waived its improper venue defense. The defendant had filed its answer after the
Supreme Court heard oral arguments in TC Heartland, and “[w]ith a Supreme Court decision
looming, it is not unreasonable to require a defendant to raise the propriety of venue in
accordance with the federal rules and therefore preserve its consideration after the Supreme
Court issues its ruling.”
19. Takeda Pharma. U.S.A, Inc. v. Mylan Pharma. Inc., No. 16-CV-987 (RGA), 2017 WL
3326663, at *1 (D. Del. Aug. 3, 2017)
The court held that TC Heartland was not an intervening change of law and defendant
had waived its objection to venue.
20. Tinnus Enterprises, LLC v. Telebrands Corp., No. 6:15-CV-00551-RC, 2017 WL
3084268 (E.D. Tex. July 5, 2017), report and recommendation adopted, No. 6:15-CV00551-RC, 2017 WL 3404795 (E.D. Tex. Aug. 8, 2017)
Defendants waived their improper venue defense by filing a motion under Rule 12(b)(3)
but not challenging venue. TC Heartland was not an intervening change in law.
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21. Aralez Pharm. Inc. v. Teva Pharm. USA, Inc., No. 2:17-CV-00071-JRG-RSP, 2017 WL
3446543, at *3 (E.D. Tex. July 17, 2017), report and recommendation adopted, No. 2:17CV-00071-JRG-RSP, 2017 WL 3437894 (E.D. Tex. Aug. 10, 2017)
The court held that the defendant had waived its improper venue defense. Also, a
“growing number of decisions from this and other districts” had held that TC Heartland was not
an intervening change in law.
22. MyMail, Ltd. v. Yahoo!, Inc., No. 2-16-cv-01000 (E.D. Tex. Aug. 17, 2017)
The court held that defendant Yahoo had failed to preserve its objection to venue in its
answer. While Yahoo’s initial objection was based solely on the argument that the court did not
have personal jurisdiction, it had effectively acknowledged that venue was proper on other
grounds, waiving the defense.
23. Realtime Data, LLC v. Rackspace US, Inc., No. 6:16-CV-00961-RWS-JDL, 2017 WL
3254689 (E.D. Tex. July 21, 2017), report and recommendation adopted sub nom.
Realtime Data LLC v. Netapp, Inc., No. 6:16-CV-00961-RWS, 2017 WL 3588047 (E.D.
Tex. Aug. 21, 2017)
The defendant had waived venue by litigating the case in the district, including filing
discovery motions, challenging patent claims based on indefiniteness, and “otherwise submitted
to venue in this district.” TC Heartland was not an intervening change of law.
24. Eyetalk365, LLC v. Skybell Technologies, Inc., No. 3:16-cv-00702-FDW-DCK
(W.D.N.C. Aug. 24, 2017)
Defendant moved to dismiss for improper venue. The defendant had not included a
challenge to venue in its first amended answer, which was filed after TC Heartland; it
continued litigating for two months before filing a motion to dismiss for improper venue.
The court held that the defendant had waived its defense because it should have requested
dismissal or transfer of the case after TC Heartland was decided, instead of two months later.
B. District court cases finding that TC Heartland does constitute an intervening change
in the laws allowing defendants ability to raise the defense of improper venue after
“their first defensive move”
1. Westech Aerosol Corp. v. 3M Co., No. c17-5067-RBL, 2017 WL 2671297 (W.D. Wash.
Jun. 21, 2017)
Plaintiff Westech sued defendant 3M Co. for infringement of a patent for an aerosol
adhesive and canister dispenser. The court granted defendant’s motion for leave to amend the
second motion to dismiss to add the argument that venue is improper under § 1400(b).
The court noted that the Supreme Court denied certiorari in VE Holding, allowing the
Federal Circuit’s decision to stand, and the district courts had to follow this precedent. Thus,
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“TC Heartland changed the venue landscape.” TC Heartland now allows a defendant, for the
first time in 27 years, to “argue credibly that venue is improper in a judicial district where it is
subject to a court's personal jurisdiction but where it is not incorporated and has no regular and
established place of business.” The “[d]efendants could not have reasonably anticipated this sea
change,” and the defense of improper venue was not available prior to TC Heartland, asserts the
court.Further, the case was only at the pleading stage when the defendants sought to assert the
defense of improper venue. The defendants notified opposing counsel and the court of their
intention to assert this defense immediately after the Supreme Court decided TC Heartland.
Thus, the court reasoned, allowing the defendants to bring this defense would not result in
unnecessary delay or unduly prejudice the plaintiff. The defendants did not waive their defense
by failing to assert it in their initial pleading and motions.
2. LoganTree LP v. Garmin Int'l, Inc., No. SA-17-CA-0098-FB, 2017 WL 2842870 (W.D.
Tex. June 22, 2017), judgment entered, No. SA-17-CA-0098-FB, 2017 WL 2844167
(W.D. Tex. June 22, 2017)
The defendant admitted that venue was proper in its first answer. The court noted that
the “clear trend” in other districts is to hold that TC Heartland was not an intervening change in
law. However, the court ultimately held that the defendant had not waived venue because of
equitable principles—the case had just started, and the plaintiff would not be prejudiced by
having the case transferred to a proper venue. It would be inequitable to deny the defendant the
opportunity to have the case heard in a proper venue because it “missed the venue-challenge
deadline by 34 days because it reasonably relied on what nearly every litigant thought was
binding precedent governing patent litigation venue for the past 27 years.”
3. McGinley v. Luv n' care, Ltd., No. 4:16-CV-W-00283-FJG, 2017 WL 2729101 (W.D.
Mo. June 23, 2017)
The court transferred the case at defendant’s request, because Plaintiff conceded that
venue was proper in the defendants’ requested venue, and judicial economy supported
transferring rather than dismissing the case.
4. Hand Held Products, Inc., v. The Code Corporation, No. 2:17-167-RMG, 2017 WL
3085859 (D.S.C. Jul. 18, 2017)
Defendant Code Corporation moved to transfer or dismiss for improper venue. Code had
admitted in its first answer that venue was proper, and then amended its answer and denied that
venue was proper. The court noted that amending the complaint would not revive Code’s
improper venue defense that was not included in its first answer. The court then turned to the
“hotly debated” issue of whether TC Heartland was a change in intervening law. Although the
“clear trend” was to hold that TC Heartland was not a change in intervening law, waiver is an
equitable defense, and many courts have held that litigants’ reliance on VE Holding was
reasonable, “even if ultimately misguided.” The court then stated that if Code had raised a
challenge to venue late in the case, as in other cases where a defendant had raised the issue on
the eve of trial, Code would have waived its improper venue defense. However, in this case,

vi

Chapter 11
32 of 35

litigation had just begun, and the plaintiff would not be prejudiced by transferring the case to the
proper venue.
Venue was not proper in the District of South Carolina. Defendant Code was not
licensed to do business in South Carolina, did not maintain any property in the district, and only
had a single employee in the district who was hired recently and retained no inventory stock at
his residence. The court stated that the fact that Code was not licensed to do business in South
Carolina was “practically dispositive in determining that Code does not conduct business in
South Carolina through a ‘permanent and continuous presence.’” The court granted Code’s
motion to transfer to the District of Utah, where Code had filed a declaratory judgment action
against the plaintiff arising from the same patents at issue.
5. JPW Indus., Inc. v. Olympia Tools Int’l, Inc., No. 16-cv-3153-JPM-bdh, 2017 WL
3263215 (M.D. Tenn. July 19, 2017).
The defendant moved to dismiss for improper venue. The court held that the defendant
ad sufficiently objected to venue in its answer and had not taken any subsequent actions that
would constitute waiver. The court did not address whether TC Heartland was an intervening
change in law, but did note that it had “reaffirmed” the decision in Fourco. The court ordered
additional discovery on the issue of venue.
6. Blue Spike, LLC v. Contixo Inc., No. 6:16-CV-1220-JDL, 2017 WL 3172425 (E.D. Tex.
July 26, 2017)
The court held that the defendant did not waive its improper venue defense. In its
Answer, the defendant had denied that venue was proper. In a counterclaim, the defendant stated
that “based solely on [plaintiff’s] filing of this action, venue is proper, though not necessarily
convenient, in this District.” The TC Heartland opinion was issued a few days after the court
held a scheduling conference. The court held that the defendant did not waive the defense
because filing a counterclaim does not operate as a waiver, and the defendant had otherwise
preserved its objection.
7. CG Technology Development, LLC v. FanDuel, Inc., No. 2:16-cv-00801-RCJ-VCF, 2017
WL 3207233 (D. Nev. Jul. 27, 2017)
This case involves seven consolidated cases arising out of the alleged infringement of
several patents relating to online sports gambling. The court held that the venue defense was not
available prior to TC Heartland, and therefore granted the defendants’ motion to transfer to the
District of Delaware.
In determining whether the defense was “available” prior to TC Heartland, the court cited
to courts of appeals which have held that, where circuit precedent forecloses a defense, it is not
“available” simply because the Supreme Court later issues a ruling to the contrary; Federal
Circuit precedent “clearly foreclosed” the venue defense. Further, because the Supreme Court
had denied certiorari on the exact question in VE Holding, the court found it would be
inequitable to expect the defendants to have previously objected to venue.
It is technically possible, the court noted, for the Supreme Court to grant cert and reverse
itself on an issue it has already decided. In this same technical sense, it is also possible for the
vii

Chapter 11
33 of 35

defendants in this case to have asserted the venue defense, and to have been granted certiorari by
the Supreme Court on the issue. However, the court found, neither possibility was great enough
to support a finding of waiver where circuit precedent foreclosed it, and this is especially true
where the relevant circuit is the only one with jurisdiction over the issue and there is no
possibility for a future circuit split. Lastly, the court noted, the defendants brought the motions
to transfer “promptly” after TC Heartland was decided.
8. Ironburg Inventions, Ltd. v. Valve Corporation, No. 1:15-cv-4219-TWT, 2017 WL
3307657 (N.D. Ga. Aug. 3, 2017)
Defendant Valve had denied that venue was proper in its answer, filed in August 2016,
but then admitted that venue was proper in its counterclaim. Valve then filed a motion to
transfer on June 28, 2017, arguing that venue was improper, and that it had not waived the
defense of improper venue because the defense was not available until the TC Heartland
decision.
Judge Thrash granted the motion to transfer. He noted that many district courts have held
that TC Heartland did not constitute an intervening change of law. Judge Thrash disagreed,
stating instead that “TC Heartland undoubtedly changed the venue landscape”—a fact that the
Supreme Court itself had noted in its opinion. Had Valve tried to present its improper venue
argument before TC Heartland, “it would have been found to be totally without merit.” This
would have led to a lengthy, expensive litigation process, with the “mere possibility” that VE
Holding would be overturned through an eventual appeal to the Supreme Court. Therefore, the
improper venue defense was effectively rendered unavailable.
9. Valspar Corp. v. PPG Indus., Inc., No. 16-CV-1429 (SRN/SER), 2017 WL 3382063, at
*3 (D. Minn. Aug. 4, 2017)
The court held that TC Heartland was an intervening change in law. The decision did not
reaffirm Fourco, but instead “[t]he Supreme Court's holding itself thus rested primarily on a
consideration of the 1988 and 2011 amendments—considerations which by definition were
beyond the purview of the Fourco holding.” Also, “this Court notes that courts around the
country, including the courts of appeals, are routinely tasked with determining whether
subsequent legislative amendments to statutes previously construed by the Supreme Court
impact that analysis. On occasion, they later learn from the Supreme Court that they were
mistaken in their decisions. But in the interim, no one doubts that the circuit court's decision is
within its authority and binding on the parties until and unless the Supreme Court (or the circuit
court sitting en banc) says otherwise.” The court transferred the case.
10. Cutsforth, Inc. v. LEMM Liquidating Co., LLC, No. 12-CV-1200 (SRN/LIB), 2017 WL
3381816, at *3 (D. Minn. Aug. 4, 2017)
The court held that TC Heartland was an intervening change in law, and transferred the
case. The court denied plaintiff’s request for limited discovery on venue, because the court
determined that “further discovery on this limited issue would be unfruitful,” as the parties had
already been litigating for years, and the plaintiff had agreed that venue in the defendants’
requested district would be proper.
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11. OptoLum, Inc. v. Cree, Inc., No. cv-16-03828-PHX-DLR, 2017 WL 3130642 (D. Ariz.
Aug. 8, 2017)
In a case involving LED lightbulb technology, the plaintiff OptoLum alleged
infringement by the defendant Cree. The court granted defendant’s motion for leave to amend its
answer to deny that venue is proper and motion to dismiss for improper venue. The court found
that the venue defense was not available to the defendant when it answered, as the TC Heartland
decision constituted an intervening change in the law.
The court found that “VE Holding did not purport to ‘overrule’ Fourco, but instead
determined whether Congress intended to do so when it amended § 1391(c).” In TC Heartland,
the Supreme Court addressed whether Congress changed the meaning of § 1400(b) when it
amended § 1391, the same issued addressed by VE Holding. The court explained that the
Supreme Court disagreed with VE Holding on this ground, but not on the basis that VE Holding
had improperly overruled Fourco. The court noted that even Congress recognized that VE
Holding resulted in a “change in the law.” If VE Holding amounted to a significant change in the
law in 1990, its reversal in TC Heartland likewise constituted an intervening change in the law.
The court found that the argument that other patent defendants would have ‘ultimately
succeeded in convincing the Supreme Court to reaffirm Fourco, just as the petitioner in TC
Heartland did’ ignores the patent bar’s reliance on VE Holding for nearly thirty years. The court
explained that the potentially lengthy and expensive litigation strategy of challenging VE
Holding did not render the defense of improper venue “available” to the defendant. It was not,
“for all practical purposes,” possible for the plaintiff to assert the defense of improper venue in
light of VE Holding. The court also noted that 1) the plaintiff did not assert any unfair prejudice
from defendant now raising the venue defense after TC Heartland was decided; 2) there was no
intentional delay on the part of the defendant, as the defendant filed its motion to amend less than
two weeks after TC Heartland was decided; and 3) in each district court case finding waiver, the
defendant sought to raise the venue defense late in the litigation, in contrast to the defendant in
the case at hand.
12. Maxchief Investments Ltd. v. Plastic Dev. Grp., LLC, No. 3:16-CV-63, 2017 WL
3479504, at *3 (E.D. Tenn. Aug. 14, 2017)
The court held that TC Heartland was an intervening change of law. “For 27 years, the
Federal Circuit's interpretation of venue in patent cases has been prevailing and applied by this
and countless other courts. TC Heartland concluded that VE Holding's application of § 1391(c)
to § 1400(b) was incorrect. The Supreme Court itself described the 1988 and later 2011
amendments to the general venue statute as changes to the venue “landscape” and “new
developments.” Thus, the Court found it difficult to describe TC Heartland as anything other
than a significant change in the law on venue. “To do otherwise would ignore the long-standing
significance of the VE Holding decision and the reliance upon it for many years.” The defendant
had not waived its improper venue defense, and the court transferred the case to the proper
venue.
13. Procter & Gamble Co. v. Ranir, LLC, No. 1-17-cv-00185, 2017 WL 3537197 (S.D. Ohio
Aug. 17, 2017)
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The court granted defendant’s motion to dismiss for improper venue. The court held that
“The Supreme Court’s decision makes it clear that Fourco was always correct and VE Holding
was always wrong.” TC Heartland would apply to all open cases. Therefore, venue had never
been proper in this case. The defendant’s failure to challenge personal jurisdiction did not
establish that venue was proper.
14. Simpson Performance Prod., Inc. v. NecksGen, Inc., No. 5:16-CV-00153-RLV-DCK,
2017 WL 3616764, at *4 (W.D.N.C. Aug. 23, 2017)
The court held that TC Heartland was an intervening change in the law. The VE Holding
decision was a matter of first impression of whether the 1988 congressional amendments
superseded the Supreme Court’s Fourco decision. VE Holding was not “overruling” Fourco, but
interpreting new congressional amendments. VE Holding was “strong and controlling precedent
against the prevailing position in TC Heartland.” It was reasonable for the defendant to not raise
an improper venue defense before the TC Heartland decision. Also, the plaintiff did not argue
that venue was proper in the Western District of North Carolina under § 1400(b). The defendant
was incorporated in California, and its only contacts with North Carolina were selling some
products and shipping them to North Carolina. Because the case was still in its early stages, and
the plaintiff was not prejudiced by defendant filing a motion to transfer two weeks after the TC
Heartland decision, the court transferred the case.
15. Smart Wearable Technologies, Inc. v. Fitbit, Inc., No. 3:16-cv-00077 (W.D. Va. Aug.
29, 2017)
Defendant Fitbit moved to transfer venue. The court noted that as of July 2017, the
“clear trend” among district courts was to hold that TC Heartland was not an intervening change
in law; however, since then, a growing number of courts had reached the opposite
conclusion. The court held that Fitbit’s challenge to venue was previously unavailable due to
controlling Federal Circuit precedent. Because the case was still in the early stages of litigation,
Fitbit did not waive its improper venue defense, and the court transferred the case to the
Northern District of California.
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GEORGIA MANDATORY CLE FACT SHEET
Every “active” attorney in Georgia must attend 12 “approved” CLE hours of instruction annually,
with one of the CLE hours being in the area of legal ethics and one of the CLE hours being in
the area of professionalism. Furthermore, any attorney who appears as sole or lead counsel in
the Superior or State Courts of Georgia in any contested civil case or in the trial of a criminal
case in 1990 or in any subsequent calendar year, must complete for such year a minimum of
three hours of continuing legal education activity in the area of trial practice. These trial practice
hours are included in, and not in addition to, the 12 hour requirement. ICLE is an “accredited”
provider of “approved” CLE instruction.
Excess creditable CLE hours (i.e., over 12) earned in one CY may be carried over into the next
succeeding CY. Excess ethics and professionalism credits may be carried over for two years.
Excess trial practice hours may be carried over for one year.
A portion of your ICLE name tag is your ATTENDANCE CONFIRMATION which indicates the
program name, date, amount paid, CLE hours (including ethics, professionalism and trial
practice, if any) and should be retained for your personal CLE and tax records. DO NOT SEND
THIS CARD TO THE COMMISSION!
ICLE will electronically transmit computerized CLE attendance records directly into the Oﬃcial
State Bar Membership computer records for recording on the attendee’s Bar record. Attendees
at ICLE programs need do nothing more as their attendance will be recorded in their Bar
record.
Should you need CLE credit in a state other than Georgia, please inquire as to the procedure
at the registration desk. ICLE does not guarantee credit in any state other than Georgia.
If you have any questions concerning attendance credit at ICLE seminars, please call:
678-529-6688

